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ABSTRACT

This independent study has an objective to study on the problems in determining
distinctiveness of a moving image mark under the Trademark Act B.E. 2534 (1991), proof of its
distinctive character, and burdens as well as difficulties in its registration, with main focuses on its
rationale, principles in granting protection to both conventional and non-conventional trademarks,
and the specification of its distinctive character. To substantially rely on international treaties,
agreements, related non-conventional trademark provisions of other developed nations’ laws, i.e.
Germany and the United States, and the Trademark Act B.E. 2534 (amended B.E. 2543) as bases
of our study, the research is aimed to provide some possible applicabilities that can likely adopt in
Thailand.

Based on our research, the study found that Thai trademark law does not have a clear
regulation on the registration of a moving image mark. Neither its definition under Section 4 of the
Trademark Act, as the result, these cause; 1) uncertainty that causes lack of trust for business
industry in Thai current trademark system, ii) inadequate protection of non-conventional
trademark, and iii) obsoleteness that delays development of the country’s intellectual property
provisions that should have been in touch with technology and social changes comparing to the
trademark laws of the US and Germany. Because of such loophole, the discussion on granting
protection of a moving image mark is yet on the proof of its distinctiveness that remains
problematic.

According to our study, the result shows that the aforementioned problems can eventually
be solved by revising and modemizing the trademark law. It is hereby suggested that Thailand
shall i) broaden the scope of its trademark protection to cover non-conventional (or non-

traditional) trademark, ii) specifically define distinctive characters, and iii) regulate any necessary



rules to conveniently and efficiently prove distinctinveness of a moving image mark to be
independent and diverse from others. By taking German trademark law as the model of our study,

this comparative research shall be able to reveal some possibilities for Thailand’s future

application.
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* TRIPs Agreement, 1994, Article 15(1); Any sign, or any combination of signs, capable of
distinguishing the goods or services of one undertaking from those of other undertakings, shall be
capable of constituting a trademark. Such signs, in particular words including personal names, letters,
numerals, figurative Clements and combinations of colours as well as any combination of such signs,
shall be eligible for registration as trademarks. Where signs are not inherently capable of
distinguishing the relevant goods or services Members may make registrability depend on
distinctiveness acquired through use. Members may require, as a condition of registration, that signs

be visually perceptible.
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* Paris Convention, Article 3 [Same Treatment for Certain Categories of Persons as for Nationals of
Countries of Union] :

“Nationals of countries outside the union who are domiciled or who have real and effective industrial
or commercial establishments in the territory of one of the countries of Union shall be treated in the same
manner as nationals of countries of the Union.”

* Paris Convention, Article 6quinquies [Marks: Protection of Marks Registered in One Country of
the Union in the Other Countries of the Union]

(1) Every trademark duly registered in the country of origin shall be accepted for filing and
protected as is in the other countries of the Union, subject to the reservations indicated in this Article. Such
countries may, before proceeding to final registration, require the production of a certificate of registration in

the country of origin, issued by the competent authority. No authentication shall be required for this certificate.
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50 Paris Convention, Article 6quinquies [Marks: Protection of Marks Registered in One Country of
the Union in the Other Countries of the Union)]

B. - Trademarks covered by this Article may be neither denied registration nor invalidated
except in the following cases:

1. when they are of such a nature as to infringe rights acquired by third parties in the
country where protection is claimed;

2. when they are devoid of any distinctive character, or consist exclusively of signs or
indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose,
value, place of origin, of the goods, or the time of production, or have become customary in the
current language or in the bona fide and established practices of the trade of the country where
protection is claimed;

3. when they are contrary to morality or public order and, in particular, of such a nature as
to deceive the public. It is understood that a mark may not be considered contrary to public order for
the sole reason that it does not conform to a provision of the legislation on marks, except if such
provision itself relates to public order.

This provision is subject, however, to the application of Article 10bis.

*! Paris Convention, Article g C(1);
“In determining whether a mark is eligible for protection, all the factual circumstances must

be taken into consideration, particularly the length of time the mark has been in use.”
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* TRIPS Article5.1:
“Any $ign, or any combination of signs, capable of distinguish the goods or services of one
undertaking from those of other undertakings, shall be capable of constituting a trademark. Such

sings, in particular words including personal names, letters, numerals, figurative elements and
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combinations of colours as well as any combination of such signs, shall be eligible for registration as
trademarks. Where signs are not inherently capable of distinguish the relevant goods or services,
Members may make registrability depend on distinctiveness acquired through use. Members may,

require as a condition of registration, that signs be visually perception.”
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a unique product, from those manufactured or sold by others and to indicate the source of the goods,
even if that source is unknown.

* Legal Information Institution of Comell Law School, in http//www.law.comell.edu/
wex/index.php/Trademark, (last visited 3 November 2005).

* Richard Stim, Trademark Law (United States of America: The West Legal Studies, 2000),

pp. 82-83.
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