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ABSTRACT

Thailand has chosen the patent law system to protect designs as a type of intellectual
property. The requirement for acquiring a design patent is specified under Section 56 of the Patent
Act B.E. 2522. One of the requirements is that the design must be new. As such, it could be
considered that the patent application must offer a new design in the exchange for the exclusive
rights protected by the law. If a design lacks novelty, the applicant would have no benefit to offer
and consequently could not obtain a patent. Therefore, the consideration whether or not a design
lacks novelty is crucial. In the consideration of novelty, one needs to compare the design applied
for patent with the designs existed prior to the application to determine whether the design is
nearly resembling the existed design as to be an imitation. If the design is considered to be an
imitation, the design would lack novelty under Section 57 (4) of the Patent Act and vice versa.
However, in the Patent Act, there is no principle of how to determine which design is nearly
resembling the existed design as to be an imitation. Therefore, a legal question arises that as there
is no clear provision of law, what would be the principle used to determine the novelty of
designs?

From the study on provisions of laws of other countries, it is discovered that, in
comparing a design with a prior art, the novelty of a design will be judged by eye, in particular,
the eyes of the customers. It must also be aware that such determination must not be made by

considering each side, element, or pattern of the design separately. The design must be considered



as a whole without paying attention to the functional features of the design. The importance of the
design does not lie with each element independently but rather every element combined together
which form the design. In the eyes of the customers, the design must reflect a sense of uniqueness
and character and give the customers a new impression on the design. If the design is merely
slightly different from the prior art in the non-essential parts; or only immaterial details of the
design having no effect on the unique character of the design has been changed; or the differences
are merely minor details which is commonly used in trade; or there is a substantial similarity
between the design and the prior art, such design is not new.

From the past cases involving the determination of novelty of designs that have been
presented before the Supreme Court, it could be found that the Supreme Court considered the
cases by determining the similarity of the design with the prior arts by looking at the essential
elements of the designs. The Court considered the overall appearance of the design and determine
whether the differences of the design from the prior art is merely in minor details which are not
the essential parts of the designs. If there are only minor differences, the design shall be regarded
as lacking the novelty. In comparing a design with prior arts, the Supreme Court in the past would
look at the design as if he was a person of ordinary prudent or the customer of the product and
determine whether the Court can clearly distinguish or differentiate the design from the prior arts.
Nevertheless, since Thailand is a civil law country, court judgment is only an example of how the
law is interpreted but the judgment itself is not regarded as a law. Therefore, a question could be
raised whether there is a clear provision of law supporting the Supreme Court judgment. This
thesis will therefore the principles and standards for consideration of novelty, identify the missing
principles which should be provided by the Patent Act, as well as offering suggestions for the

purpose of improving and amending the law to meet the international standard.
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