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ABSTRACT

This thesis aims to examine the ways in which the concept of Punitive Damages in
trademark infringement cases is implemented in the 1991 Trademark Act. The fact that trademark
violations in Thailand which occur on numerous occasions have caused significant repercussions
renders it necessary to investigate the concept of Punitive Damages involving the administration
of additional damages beyond regular Punitive Damages as a means to punish the perpetrator.
This type of implementation can then be applied to commercial laws in Thailand. In addition to
this is another type of Punitive Damages called Statutory Damages which needs to be analyzed in
parallel with Punitive Damages as the two present similarities, only that Statutory Damages
impose maximum limits on the amount of damages to be paid. The study can be used as reference
in improving and amending Thai trademark laws to raise their standard to a higher level.

Documentary research reveals that trademark is a category of intellectual property rights
which holds economic value. At present, there are many incidents of trademark infringement,
resulting in damage for the trademark rights owner. Not only that, but such violations also affect
the economic system, trade and investment in that they vitiate foreign investors’ trust and the
overall image of Thailand. In principal, Thailand’s legal system is that of civic law. Thus, the
system does not embrace the concept of Punitive Damages. Consequently, the Thai court is
unable to determine Punitive Damages rates paid by the perpetrator of trademark violation to the
trademark rights owner. However, there may be advantages in applying the concept of Punitive

Damages is in combination with Statutory Damages. This is due to the fact that the court is able



to refer to the maximum limits in determining a rate of damage, while imposing punishment
against the violator.

The application of Punitive Damages in assessing compensation in trademark infringement
cases in Thailand by combining the rule of Triple Damages which has the characteristic of Statutory
Damages with Thailand’s Trademark Act can offer justice to both parties and spare the violator
excessive penalty. This is because the court is bound by the Triple Damages limit which
prescribes that the court must employ its discretion to set an additional damage rate at no higher

than three times the value of the actual damage.
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* LANHAM ACT 1946, section 1
1) Any person who shall, without the consent of the registrant...

(a) use in commerce any reproduction, counterfeit, copy, or colorable
imitation of a registered mark in connection with the sale, offering for sale, distribution, or
advertising of any goods or services on or in connection with which such use is likely to cause
confusion, or to cause mistake, or to deceive; or

(b) reproduce, counterfeit, copy, or colorably imitate a registered mark and
apply such reproduction, counterfeit, copy, or colorable imitation to labels, signs, prints,
packages, wrappers, receptacles or advertisements intended to be used in commerce upon or in
connection with the sale, offering for sale, distribution, or advertising of goods or services on or
in connection with which such use is likely to cause confusion, or to cause mistake, or to deceive.

Shall be liable in a civil action by the registrant for the remedies hereinafter

provided...
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* LANHAM ACT 1946, section 43 (a)

“Any person who, on or in connection with any goods or services or any
container for goods, uses in commerce any word, term, name, symbol, or device, or any
combination thereof, or any false designation of origin, false or misleading description of fact, or
false or misleading representation of fact, which...

(a) is likely to cause confusion, or to cause mistake, or to deceive as to the affiliation,
connection, or association of such person with another person, or as to the origin, sponsorship, or
approval of his or her goods, services, or commercial activities by another person or

(b) in commercial advertising or promotion, misrepresents the nafiure, characteristics,
qualities, or geographic origin of his or her or another person’s goods, services, or commercial activities,
shall be liable in a civil action by any person who believes that he or she is or is likely to be damaged by

such act...”
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» Margreth Barrett, op.cit., p. 131.

“ Ibid., pp. 129-131.
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T UITING YBITUNS, oy, nh 6s.
 LANHAM ACT 1946, section 35 (a)
“(a) Profits, Damages and costs; attorney fees
When a violation of any right of the registrant of a mark registered in the Patent and
Trademark Office, a violation under section 1125 (a) of this title, shall have been established in
any civil action arising under this Act, the plaintiff shall be entitled, subject to the provisions of
sections 1111 and 1114 of this title, and subject to the principles of equity, to recover (1)
defendant's profits, (2) any damages sustained by the plaintiff, and (3) the costs of the action. The
court shall assess such profits and damages or cause the same to be assessed under its direction. In
assessing profits the plaintiff shall be required to prove defendant's sales only; defendant must
prove all elements of cost or deduction claimed. In assessing damages the court may enter
judgment, according to the circumstances of the case, for any sum above the amount found as

actual damages, not exceeding three times such amount. If the court shall find that the amount of
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n. §uganyuitaEmn1an1saaini lannido 19/ Franchisee
YoIAU FIR1ATAWTITUNULRIAZIIA (AR Contemporary Restaurant Concepts Ltd. V. Las
Tapas Jacksonville, Inc., (753 F Supp 1560, 19 USPQ 2 d 1411, 1416-7 (MD Fla 1991))

v. s1lsusemanslunisiiu Franchisee Adolilesninaany
ﬁW%’IlNﬂﬁL‘i’hﬁ;ﬂﬂ1ﬂ‘Uﬂ\‘l Franchisee (ﬂa Taco Cabana International V. Two Pesos, Inc., (932
F2d 1126,19 USPQ 2d at 1263-64 (CA 5 1991))

a. aldneluswinadimiunisaednaiaronus vy
HANA MY (Product Liability) ﬁ‘gﬂﬂdnmiﬂaﬁweu (A Broan Mfg. Co V. Associated
Distributors Inc., 923 F2d at 1238-41 (CA 6 1991 )

3. mvai'ls Lost Profits) M3oa114aN3 (Royalties) d115U
voanulusuinni Tansers Idsunnitas mnsaeilldnszinisaziianeins e snngves

TanA (AR Babbit Electronics.,Inc. V. Dynascan Corp., 828 F Supp 944-958 (SD Fla 1993))

the recovery based on profits is either inadequate or excessive the court may in its discretion enter
judgment for such sum as the court shall find to be just, according to the circumstances of the
case. Such sum in either of the above circumstances shall constitute compensation and not a
penalty. The court in exceptional cases may award reasonable attorney fees to the prevailing
party.”

% James M. Koelemay, Jr., “A Practical Guide to Monetary Relief in Trademark Infringement

Cases,” The Trademark Reporter, Vol. 85, No.3 (May-June 1995): 283.
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1861-62 (SDNY 1992))
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V. Bartco Petroleum Corp., 858 F2d 103, 113, 5, USPQ 2d at 1339-44 (CA 2 1988))
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[~ a ' a ) ] = J
Section 35 (a) 1Wwdua1/51 ual¥ideodntuFuamaunu (Compensation)

* LANHAM ACT 1946, section 35 (b)
“(b) Treble Damages for use of Counterfeit Mark
In assessing damages under subsection (a) of this section, the court shall, unless the
court finds extenuating circumstances, enter judgment for three times such profits or damages,
whichever is greater, together with a reasonable attorney's fee, in the case of any violation of

section 1114(1)(a) of this title...
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(5) AMNMILAN (Attorney’s Fee)
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Mruali® (AR Rolex Watch USA Inc. V. Ali Tick Tock, No. 87-6079 (Call 7/25/88 (unpublished)
(reversing denial of attomey Fees) 1AZAA Gueci America, Inc. V. Rebecca Gold Enterprises, Inc. 27

USPQ 2 d 1863-64 (SDNY 1992))

% James M. Koelemay, Jr., op.cit., p. 264.
* Ibid., p. 305.
 Ibid., p. 300.
% Ibid., p. 301.
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" LANHAM ACT 1946, section 35 (b) “1118.(36) Destruction of infringing articles
In any action arising under this chapter, in which a violation of any right of the
registrant of a mark registered in the Patent and Trademark Office, a violation under section 1125
(a) of this title, or a willful violation under section 1125 (c) of this title, shall have been
established, the court may order that all labels, signs, prints, packages, wrappers, receptacles, and
advertisements in the possession of the defendant, bearing the registered mark or, in the case of a
violation of section 1125 (a) of this title or a willful violation under section 1125 (c) of this title, the word,
term, name, symbol, device, combination thereof, designation, description, or representation that is the
subject of the violation, or any reproduction, counterfeit, copy, or colorable imitation thereof, and all
plates, molds, matrices, and other means of making the same, shall be delivered up and destroyed. The
party seeking an order under this section for destruction of articles seized under section 1116 (d) of this
title shall give ten days’ notice to the United States attorey for the judicial district in which such order is
sought (unless good cause is shown for lesser notice) and such United States attorney may, if such
destruction may affect evidence of an offense against the United States, seek a hearing on such

destruction or participate in any hearing otherwise to be held with respect to such destruction.”
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" LANHAM ACT 1946, section 1117 (35) (a)
“... In assessing profits the plaintiff shall be required to prove defendant’s sales only ;

defendant must prove all elements of costs or deduction claimed...”
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7 Margreth Barrett, op.cit., p. 123.
" James M. Koelemay, Jr., op.cit., p.287.
" Ibid., p. 294.
" LANHAM ACT 1946, section 1117 (35) (a)
“...In assessing damages the court may enter judgement, according to the

circumstances of the case, for any sum above the amount found as actual damages...”
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* James M. Koelemay, Jr., op.cit., p.305.
* Ibid., p. 305.
* LANHAM ACT 1946, section 35 (a)
*“(a) Profits, Damages and costs; attorney fees
When a violation of any right of the registrant of a mark registered in the Patent and
Trademark Office, a violation under section 1125 (a) of this title, shall have been established in
any civil action arising under this Act, the plaintiff shall be entitled, subject to the provisions of
sections 1111 and 1114 of this title, and subject to the principles of equity, to recover (1)
defendant's profits, (2) any damages sustained by the plaintiff, and (3) the costs of the action. The
court shall assess such profits and damages or cause the same to be assessed under its direction. In
assessing profits the plaintiff shall be required to prove defendant’s sales only; defendant must
prove all elements of cost or deduction claimed. In assessing damages the court may enter
judgment, according to the circumstances of the case, for any sum above the amount found as
actual damages, not exceeding three times such amount. If the court shall find that the amount of
the recovery based on profits is either inadequate or excessive the court may in its discretion enter
judgment for such sum as the court shall find to be just, according to the circumstances of the
case. Such sum in either of the above circumstances shall constitute compensation and not a

penalty. The court in exceptional cases may award reasonable attorney fees to the prevailing

pal’ty.”
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” TRADE MARKS ACT 1999, section 10
“10. Infringement of registered trade mark
(1) A person infringes a registered trade mark if he uses in the course of trade a
sign which is identical with the trade mark in relation to goods or services which are identical
with those for which it is registered.
(2) A person infringes a registered trade mark if he uses in the course of trade a
sign where because—
(a) the sign is identical with the trade mark and is used in relation to goods or
services similar to those for which the trade mark is registered, or
(b) the sign is similar to the trade mark and is used in relation to goods or
services identical with or similar to those for which the trade mark is registered,
there exists a likelihood of confusion on the part of the public, which includes the
likelihood of association with the trade mark.
(3) A person infringes a registered trade mark if he uses in the course of trade a
sign which—
(a) is identical with or similar to the trade mark, and
(b) is used in relation to goods or services which are not similar to those for
which the trade mark is registered,
where the trade mark has a reputation in the United Kingdom and the use of the sign,
being without due cause, takes unfair advantage of, or is detrimental to, the distinctive character
or the repute of the trade mark.
(4) For the purposes of this section a person uses a sign if, in particular, he—

(a) affixes it to goods or the packaging thereof;
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(b) offers or exposes goods for sale, puts them on the market or stocks them
for those purposes under the sign, or offers or supplies services under the sign;

(c) imports or exports goods under the sign; or
(d) uses the sign on business papers or in advertising.

(5) A person who applies a registered trade mark to material intended to be used
for labelling or packaging goods, as a business paper, or for advertising goods or services, shall
be treated as a party to any use of the material which infringes the registered trade mark if when
he applied the mark he knew or had reason to believe that the application of the mark was not

duly authorised by the proprietor or a licensee.

(6) Nothing in the preceding provisions of this section shall be construed as
preventing the use of a registered trade mark by any person for the purpose of identifying goods

or services as those of the proprietor or a licensee.

But any such use otherwise than in accordance with honest practices in industrial or
commercial matters shall be treated as infringing the registered trade mark if the use without due
cause takes unfair advantage of, or is detrimental to, the distinctive character or repute of the trade

mar »

** W R.Cornish, Intellectual Property, 3" ed. (London: Sweet & Maxwell, 1996), pp. 616-617.
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" TRADE MARK ACT 1994, section 16
“16. Order for delivery up of infringing goods, material or articles
(1) The proprietor of a registered trade mark may apply to the court for an order for
the delivery up to him, or such other person as the court may direct, of any infringing goods,
material or articles which a person has in his possession, custody or control in the course of a
business...”
' Amanda Michaels, op.cit., p. 140.
'’ TRADE MARKS ACT 1994, scction 15
“15. Order for erasure, &c. of offending sign
(1) Where a person is found to have infringed a registered trade mark, the court

may make an order requiring him—
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(a) to cause the offending sign to be erased, removed or obliterated from any
infringing goods, material or articles in his possession, custody or control, or
(b) if it is not reasonably practicable for the offending sign to be erased,
removed or obliterated, to secure the destruction of the infringing goods, material or articles in
question.
(2) If an order under subsection (1) is not complied with, or it appears to the
court likely that such an order would not be complied with, the court may order that the infringing
goods, material or articles be delivered to such person as the court may direct for erasure, removal

or obliteration of the sign, or for destruction, as the case may be...”
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