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ABSTRACT

The objective of this Independent Study is focusing on design protection
under the law of Thailand. Regarding to designs activity. Design is a central element
in the cultural and experience economy, which is one of the major economic growth
areas in Thailand. If continued growth and the affluence of the welfare state are to be
sustained, Thailand needs to show strength within future growth areas. In this
regards, due to the increasing complexity of designs and there has been an increased
awareness of intellectual property violent in Thailand in the recent years regarding to
design infringement.
It is found that, presently Thailand has Copyright Act B.E. 2537 and Patent

Act B.E. 2522 to protect design activities as artistic work, patent for innovation and
patent for design respectively. Unfortunately, a copyright structure of Thailand has
non- registration system because of the current registration of copyrighted work with
the Department of Intellectual Property is for the record-keeping purpose only. It is
not a pre-requisite, fixation of copyrighted work is not necessary and not required by
the law. Consequently to Thai Patent Act, a design which shall be under the
protection of this article and patentable must be completed the requirement of the
law regarding to capable for industry. Therefore, some kind of designs activity which
is valuable to the economy but it cannot apply to the industry will not be received the
protection to this Act. In comparison, in Asian countries such asJ apan, Korea, India,
Australia and other European countries are introduce a single design legislation to
regulate the degree of protection of design in their jurisdiction domestically and
internationally in order to level up the protection for design's owner.
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The solution on this problem is to issue the law of the protection of designs to
reach the development of the modem business, the Kingdom should made a
standardize of design protection like other country by enacting a single legislation of
design protection in our jurisdiction.
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Chapter 1
Introduction

1.1 Background and General Statement of the Problems
Intellectual property is a term referring to a number of types of creations of
the mind for which property rights are recognized and the corresponding fields of
law. Under intellectual property law, owners are granted certain exclusive right to a
variety of intangible assets. These exclusive rights allow owners of intellectual
property to benefit from the property they have created, providing a financial
incentive for creation of an investment in intellectual property. In this regards it
cannot be argued that the intellectual property laws must be evolve adequacy to the
world's financial in order to prevent the intellectual property violation. There is one
big concern on inventors minds is the rampant spread of Thailand intellectual
property developments. It seems that most of the marketplace, opportunistic Thailand
companies are flat-out stealing intellectual property from abroad or domestically
products. For instance, copyrights infringement, trademark counterfeit, patent
counterfeit and one big problem is design infringement without permission from the
rights holder. The rationale behind this problem is that, some kind of designs activity
which is completed to the requirement of Thai Patent Act shall be patentable along
with a compatible effective protection. On the other hand, there are many types of
designs which cannot complete to the requirement of the Act, therefore these design
activities shall not be received a full frame protection under Thai Patent Act.
Likewise, regarding to Thai Copyright Act, the design owner shall receive a
protection of their design automatically without registration procedure, therefore
there is a difficulty in saying this is a proper protection because of whenever a design
of design owner is infringed by others it may make a complex and complicate
procedure to find the originator of those design. As aforesaid, most of designed
product and designs activities in Thailand are frequently infringed without legally
perm1ss1on.
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In this regards, due to the increasing complexity of designs and there has
been an increased awareness of intellectual property violent in Thailand in the recent
years according to design infringement, Thailand's Intellectual property law should
have seek to regulate the degree of protection to be accorded the designs with the
useful articles. Traditionally, if we participate on design protection referring to Thai
Copyright Act B.E. 2537, the law is premised on a claim that certain industrial
designs are entitled to legal recognition as art together with the law does not definite
the word design particularly but the law saying just only that the design's owner will
have some automatic protection under the Copyright laws. On the other hand,
according to Thai Patent Act B.E. 2522 Section 56 states that "A patent may be
granted under this Act for a new design for industry, including handicrafts." It shall
determine that the patent certificate shall be granted only for a new design which is
applicable for industry.Thus,there is irrationality to a new design which cannot apply
to the industry but valuable for economy.
In doing so, in the event that Thailand enacts a single design legislative
protection, the essential purpose of this legislation is to systematize the design
activities and divided by categorizes and to promote and to protect the design
element of industrial production. It is also intended to promote innovative activity in
the field of industries. Furthermore, the existing legislation on industrial design in
Thailand which is contained in Thai Patent Act B.E. 2522 cannot serve its purpose
well enough in the rapid changes in technology and international development. In
this regards, if Thailand has enacted the single Designs Act in order to allow the
design registration, it has also achieved a mature status in the field of industrial
designs and in view of globalization of the economy, together with the present
legislation is not aligned with the changed technical and commercial scenario and
cannot made to conform to international trends in design administration. Moreover,
in order to promulgate a new Design legislation in our jurisdiction with allowing a
registration procedure therein, a registered design will provide the owner with the
exclusive right to that design in the marketplace in respect of the product or article
for which it is registered and a registered design can be a valuable commercial asset
also protect new or original designs so created to be applied or applicable to the
article of the act. In case that the rights holder own a registered design, the rights
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holder has the right to enforce their design once it has been examined and certified.
The rights holder may sue for infringement once the registered design is certified, if
another person used your registered design without permission.
This Independent Study shall participated on the promulgation of a single
Designs Act, regarding to level up the protection of designs activity upon the
registered proprietor the exclusive right of the design is entitled to a better protection
of their intellectual property. The rights holder can license or sell his design as legal
property for a consideration or royalty.

1.2 Hypothesis of the Study
With regards to Thai Patent Act B.E. 2522, which concerning on a design of
functional item as a type of industrial design, the law saying that the patent shall be
issued to grant protection for a design just only if it is fit and capable to the industry,
so it is irrationality to the designs which failing to meet the requirement to the Act.
Together with a lacking of registration process under Thai Copyright Act B.E. 2537
which lead to the result of easily infringe by others along with the difficulty of
investigation to find the originator.

1.3 Objectives of the Study
1.3.1

To study the problem of lacking prov1s1on provided for designs

protection;
1.3.2

To study about the problem concerning on the insufficient of design

protection under Thai Copyrights Act B.E. 2537;
1.3.3

To study about the problem concerning on the insufficient criteria of

patentability under Thai Patent Act. B.E. 2522; and
1.3.4
laws.

Comparatively analyze the protection of designs with other foreign

4

1.4 Study Methodology
This research is based on documentary methodology which is focused on the
Australia Designs law, United Kingdom Law, Thai Copyright Act B.E. 2537, Thai
Patent Act B.E. 2522 and other law articles and text books.

1.5 Scope of the Study
The research is focused on Australia Designs law, United Kingdom Law and
Thai law which subject matter to the design.

1.6 Expectation of the Study
1.6.1

To understand about the problem of lacking provision provided for

designs protection;
1.6.2

To understand about the problem concerning on the insufficient of

design protection under Thai Copyrights Act B.E. 2537;
1.6.3

To understand about the problem concerning on the Insufficient

criteria of patentability under Thai Patent Act. B.E. 2522; and
1.6.4

To know about the protection of designs with other foreign laws.

Chapter 2
Concept, theory and principle of Design Act
2.1 Concept and Principle of Design Act
Design principles describe fundamental ideas about the practice of good
visual design that are assumed to be the basis of all intentional visual design
strategies. The elements form the vocabulary of the design, while the principles
constitute the broader structural aspects of its composition. The principles of design
govern the relationships of the elements used and organize the composition as a
whole. Successful design incorporates the use of the principles and elements to serve
the designer's purpose and visual goals. There are no rules for their use. The
designer's purpose and intent drive the decision made to achieve harmony between
the elements.
Design is the study of objects of design in their historical and stylistic
contexts. With a broad definition, the contexts of design history include the social,
the cultural, the economic, the political, the technical and the aesthetic. Design has as
its objects of study all designed objects including those of fashion, crafts, interiors,
textiles, graphic design, industrial design and product design.Design has had to
incorporate criticism of the "heroic" structure of its discipline, in response to the
establishment of material culture, much as art history has had to respond to visual
culture, (although visual culture has been able to broaden the subject area of art
history through the incorporation of the televisual, film and new media). Design has
done this by shifting its focus toward the acts of production and consumption.
Sometimes, design could be viewed as an activity that translates an idea into
a blueprint for something useful, whether it is a car, a building, a graphic, a service
or a process. The important part is the translation of the idea, though design's ability
to spark the idea in the first place shouldn't be overlooked. Scientists can invent
technologies, manufacturers can make products, engineers can make them function
and marketers can sell them, but only designers can combine insight into all these
things and tum a concept into something that's desirable, viable, commercially
successful and adds value to people's lives. Further to the understanding of design
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element, the researcher shall prescribe the principle of design which is incorporate
the idea of expression as the foregoing paragraph as follows.

2.1.1 Principles of designs

1. Unity, unity refers to a sense that everything in a piece of work
belongs there, and makes a whole piece. It is achieved by the use of balance
repetition and/ or design harmony.

2. Harmony, harmony is achieved through the sensitive balance or
variety and unity. Color harmony may be achieved using complementary or
analogous colors. Harmon in design is similarity of components or objects looking
like these belong together. Harmony may be visually pleasing and harmony is when
some of the objects like drapes and couches share a common trait. A common trait
between objects could be color, shape, texture, pattern, material, theme, style, size or
functionality.

3. Contrast, contrast is the occurrence of differing elements, such as
color, value, size. It creates interest and pulls the attention toward the focal point.

4. Repetition (rhythm or pattern), the recurrence of elements within
a piece color, lines, shapes, values or others. Any element that occurs is generally
echoed, often with some variation to maintain interest. Rhythm in interior design also
may be used to reduce randomness.

5. Variety (alternation), the use of dissimilar elements, which creates
interest and uniqueness. Variety like a painting or some reflective wood panels added
on a plain wall may be used to reduce monotony. Helps infuse color to a house decor
to attempt to increase design beauty.

6. Emphasis (dominance or focal point), Emphasis refers to areas of
interest that guides the eye into and out of the image through the use of sequence of
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various levels of focal points, primary focal point, secondary, tertiary, etc. Emphasis
hierarchy may give direction and organization to a design, and avoid subconscious
confusion to sometimes improve the design's visual appeal and style. Emphasis
hierarchy or focus is not giving each object in a project equal dominance within a
piece of work. Emphasis or dominance of an object can be increased by making the
object larger, more sophisticated, more ornate, by placing it in the foreground, or
standout visually more than other objects in a project. The primary focus point or
area receives the largest emphasis in a room.

7. Proportion (scale), proportion involves the relationship of size
between objects. Proportion is also relative sizes of surface areas of different colors.
Proportion also depends on functionality of object. Art painting can be given the
correct size in relation to room to make it an effective decorating component or
source of color.

8. Functionality, a design must have good functionality. Proper
functionality is simply the best possible design and best possible location of this
design that the occupant(s) requires. Such designs are clean, nearly sterile, tidy,
brightly lit, warm, visually appealing, is relatively dry, has relatively clean and
healthy breathing air, and exceeds high level health and safety standards. Great
functionality and best possible materials for the function usually also increases visual
appeal.

9. Proximity, proximity is the placing of similar objects closer
together physically, and unlike objects further apart. This aids in creating unity. For
example, different furniture styles with different colors compressed in a small
bedroom does not look as nice as the same furniture placed further apart in a very
large living room.

10. Decluttering, organization and harmonization of accessories.
Neatness or tidyness, clean rooms, construction precision and organization in
architecture and home appliances is important. When there is too much storage in
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rooms, work space must be made by decluttering, organizing and general cleaning.
Collected clutter may hide the initial showcase visual appeal of a room. Clutter also
makes a room more laborious to clean.

11. Lighting coloration, Light coloration is important to setting the
mood in a photograph or work of visual art. Using various types of lights can denote
specific mood changes. For example, a red-light may be used to denote an alert of
some sort in the form of a beacon. Differences in lighting can affect the mood as
well. Halogen lamps and fluorescents can give a cooler feel to visual design works.
These can be replicated through psychological studies. In digital mediums, lighting
can be applied through a variety of filters. For example, filtering out noise and
changing hues in a subtle manner can give a simple but tolerable logo feel to a redalert beacon. 1
Presently, design is everywhere, it's what drew people to the last piece
of furniture people bought and design also driving whole business cultures and
making sure environments from Sian Square to Suvamabhumiairports are easier to
navigate. The single word "design" encompasses an awful lot, and that's why the
understandable search for a single definition leads to lengthy debate to say the least.
There are broad definitions and specific ones both have drawbacks. Either they're
too general to be meaningful or they exclude too much.

2.1.2 Historical context of Designs Act
As improved products are developed much of the creativity involved in
bringing them to the market, goes into design. The appearance must be attractive to
the consumer and functional features arranged in a useful way. There is tremendous
economic value in a successful design. In this regard, the World Intellectual Property
Organization (hereinafter referred "WIPO") has consistently encouraged developing
countries to establish a basic registration system for industrial design protection. The
Paris Convention for the Protection of Industrial Property (hereinafter referred to
1

Creative Commons Attribution-ShareAlike License, Design elements and

principles (15 September 2010), at http://en.wikipediaorglwiki/Design_elements_and_principles,
(last visited 20 September 2010).
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"Paris Convention"), which WIPO administers for the member governments also has
general provisions on industrial design protection in all member countries. 2 It
formalized the international status of national design registration systems without
providing extensive specific requirements.
An important WIPO role has been to administer the Hague Agreement

Concerning the international Deposit of Industrial Designs and to guide development
of a broader based treaty that has been completed. World Trade Organization
(hereinafter referred "WTO"), which administers the Trade Related Aspects of
Intellectual Property Rights (hereinafter referred "TRIPS Agreement") portion of the
General Agreement on Tariffs and Trade. 3 TRIPS Agreement set up more specific
minimum requirements for each member country, mandating a protection system for
industrial designs. The enforcement provisions in TRIPS Agreement provided and
immediate impact and a unique opportunity.
The researcher refers to the European Countries, the European Union is
being recognized for its advancement of industrial design protection with the
European Union Community Design Directive.

4

The Regulation will provide a

design registration enforceable throughout the European Union. It has procedural and
substantive laws that are the result of extensive discussions. The European
UnionCommunity Design provides immediate, short-term protection from copying
upon product market entry followed by a longer protection term and greater rights
upon registration. The global influences of WIPO andWTO, and the changes
implemented by WIPO, WTO, and European Union in developing more uniform and
effective industrial design protection are some of the topics that this symposium will
address.
2

Paris Convention for the Protection of Industrial Property of March 20,

1883, as revised.
3

Agreement on Trade Related Aspects of Intellectual Property Rights,

including Trade in Counterfeit Goods of the General Agreement on Tariff and Trade,
331.L.M. 1, 83-111 (1994).
4

European Commission, Designs (including Community Design), at

http://ec.europa.eu/internal_market/indprop/design/index_en.htm, (last visited 19
September 2010).
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With regards to the preceding paragraphs, all member countries of the
TRIPS Agreement are realized to a tremendous value of designs which encourage the
economy both domestically and internationally, so they try to enact a single
legislation regarding to Intellectual Property especially for designs protection which
focusing and seeing more degree of design protection following to the minimum
standardize of the TRIPS Agreement which they are member.

2.1.3 Definition of Designs
Regarding the definition of Designs under Thai Copyright Act, which is
contained in section 4 as follow;
" ... "artistic work" means a work of any one or more of the following
characters:
(1) work of painting and drawing which means a creation of
configuration consisting of lines, lights, colors or any other things or the composition
thereof upon one or more materials.
(2) work of sculpture which means a creation of configuration with
tangible volume.
(3) work of lithography which means a creation of picture by printing
process and includes a printing block or plate used in the printing.
(4) work of architecture which means a design of building or
construction, a design of interior or exterior decoration as well as a landscape design
or a creation of a model of building or construction.
(5) photographic work which means a creation of picture with the use of
image-recording apparatus which allows the light to pass through a lens to a film or
glass and developed with liquid chemical of specific formula or with any process that
creates a picture or an image-recording with any other apparatus or method.
(6) work of illustration, map, structure, sketch or three-dimensional
work with respect to geography, topography or science.
(7) work of applied art which means a work which takes each or a
composition of the works mentioned in (1) to (6) for utility apart from the
appreciation in the merit of the work such as for practical use of such work,
decorating materials or appliances or using for commercial benefit. Provided that,

'DllASsUMPTioN UNIVERSITYLIBJUln'
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whether or not the work in (1) to (7) has an artistic merit and it shall include
photographs and plans of such work"
As mentioned in section 4 above, the definition of designs under Thai
Copyright Law is quite widel, in comparison to others foreign design law as
mentioned below;
Section 5 of Australia Designs Act 2003 states that"artistic work has the
same meaning as in the Copyright Act 1968"
According to the meaning of artistic work under Australia Copyright
Act 1968 section 10 states that
"artistic work means:
(a) a painting, sculpture, drawing, engraving or photograph, whether the
work is of artistic quality or not;
(b) a building or a model of a building, whether the building or model is
of artistic quality or not; or
(c) a work of artistic craftsmanship to which neither of the last two
preceding paragraphs applies;
but does not include a circuit layout within the meaning of the Circuit
Layouts Act 1989."
As researched, regarding to Thai Copyright Act there is none article
regarding to Copyright registration procedure because of the rights under copyrights
will be acquired immediately after a designs owner creates the work without
registration requirement. In this regard, according to the widely definition of artistic
work under Thai Copyright Act it shall determine that there is ineffective due to the
degree of designs infringement in Thailand because ofin the event of those design is
infringed there in none suitable record to the authority to punish illegal transaction.
Further to Thai Patent Law, the meaning of design is
"any form or composition of lines or colors which gives a special
appearance to a product and can serve as a pattern for a product of industry or
handicraft."
As above mentioned, the major definition and requirement under Thai
Patent Act regarding the patentability, the Patent Office can grant the Patent
Certificate just only the design which serving for a product of industry or handicraft
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only. With respect to the Act, the law is providing a full range protection to the
patentability designs. On the other hand, some kind of designed product shall not
receive the Patent protection because oflacking ofrequirement of industrial capacity.
Therefore, Those design can be under protection of Copyright Act instead.
Unfortunately, Thai Copyright Act has none registration process as aforesaid. Thus,
both Thai legislation are not ensure the design owner in order to enforce the
infringed person.
In this regards, there is difficult to specify the proper definition of

design. Thus, the researcher will refer to Black's Law Dictionary, which is the most
widely used law dictionary in the United States and other countries around the world.
It is the reference of choice for definitions in legal briefs and court opinions and has
been cited as a secondary legal authority in many United States Supreme Court
cases. According to the design definition herein, design means;
"l. A Plan or scheme.
2. Purpose or intention combined with a plan.
formed design. Criminal law. The deliberate and fixed intention to
kill, though not necessarily a particular person. See premeditation. [Cases: Homicide
535.]
3. The pattern or configuration of elements in something, such as a
work of art.4.Patents. The drawing or the depiction of an original plan for a novel
pattern, model, shape, or configuration that is chiefly decorative or ornamental. • If it
meets other criteria, a design may also be protectable as a trademark- design,vb."

5

However, apart from the Black's Law Dictionary, the term Designs
should be meant "features of shape, configuration, pattern or ornament or
composition of lines or color or combination thereof applied to any article whether
two dimensional or three dimensional or both forms, by any industrial process or
means, whether manual, mechanical or chemical, separate or combined, which in the
finished article appeal to and are judged solely by the eye, but does not include any
mode or principle or construction or anything which is in substance a mere

5

Bryan A. Gamer, Black's Law Dictionary.

publishing Co., n.d.), p.511.

9th

ed. (United States: West
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mechanical device, and does not include any trade mark, property mark or artistic
works. 6
The researcher refers to the aforesaid paragraph, the features of the
design in the finished definition should appeal to and are judged solely by the eyes.
This implies that the design must appear and should be visible on the finished
definition, for which it is meant. However, any mode or principle of construction or
operation or anything which is in substance a mere mechanical device, would not be
included in the definition of design. However, when any design suggests any mode
or principle of construction or mechanical or other action of mechanism, a suitable
disclaimer in respect thereof is required to be inserted on its representation, provided
there are other registerable features in the design. 7

2.2 Protection of designs
By the following paragraphs, the researcher will present the perspective of
design protection regarding the foreign law for the further point of view on studying
the designs protection as follows.
The first rationale under Design protection legislation, it is a substantially
cheaper to establish protection for designs across the country and a broader range of
designs can be protected. In this regards, those designs have to apply to a design
registration in order to protect the visual appearance. This visual appearance may be
due, for example, to a particularly aesthetically appealing three-dimensional shape
adopted for the product and/or to a two-dimensional pattern and/or ornamentation
applied to a surface of the product while the rights holder shall receive the exclusive
licenses which is the license in writing signed by or on behalf of the proprietor of the
registered design authorizing the licensee to the exclusion of all other persons,
including the person granting the license to exercise a right which would otherwise
6

0ffice of the Controller General of Patents, Designs and Trade Mark,

Information Booklet for Applications for Registration of Designs (n.p.: n.d.), p. 1.
7

Delia Browne, The shape of things to come: Australia's New Designs Law,

http://www.law.unimelb.edu.au/cmcl/malr/9-1-4%20Australian%20IP%20Update%2
Oformatted%20for%20web.pdf, (last visited 19 September 2010).
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be exercisable exclusively by the proprietor of the registered design. However, the
licensee under an exclusive license has the same rights against any successor in the
title who is bound by the license as he has against the person granting the license.
On the other hand, the rights in a registered design as mention above is not
infringed by an act which is done private and for purposes which are not commercial,
or an act which is done for experimental purposes, or an act of reproduction for
teaching purposes or for the purpose of making citations provided. The right in a
registered design is not infringed by an act which relates to a product in which any
design protected by the registration is incorporated or to which it is applied if the
product has been put on the market in Thailand by the registered proprietor or with
his consent, and the protection under the right in a registered design subsists in the
above instance for a number of years as specified in the law.
Additionally, a registered design which already received a Design Certificate
is transmissible by assignment, testamentary disposition or operation of law in the
same way as other personal or moveable property, and any transmission of a
registered design or an application for a registered design is subject to any rights
vested in any other person of which notice is entered in the register of designs.

2.3 Categorization of Designs
Design is often viewed as a more rigorous form of art, or art with a clearly
defined purpose. The distinction is usually made when someone other than the artist
is defining the purpose. In graphic arts the distinction is often made between fine art
and commercial art. Applied art and decorative arts are other terms, the latter mostly
used for objects from the past. In the realm of the arts, design is more relevant to the
"applied" arts, such as architecture or industrial design. In fact today the term design
is widely associated to modern industrial product design as initiated by Raymond
Loewy who was one of the best know industrial designers of 20th century.
As mentioned,with regards to a broad definition of design, it is difficult to
dividing a design activity by categorization but there are main types of design which
shall be divided as follows.
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2.3.1 Architectural Design
Architectural design means the art and science of designing and
erecting buildings and other physical structure, the concept of architectural design is
to focuses on the components or elements of structure or system and unifies them
into coherent and functional whole, according to a particular approach in achieving
the objective(s) under the given constraints or limitation.
A wider definition may comprise all design activity, from the macrolevel (urban design, landscape architecture) to the micro-level (details and furniture).
Architecture is both the process and product of planning, designing and constructing
from, space and ambience that reflect functional, technical social, and aesthetic
considerations. It requires the creative manipulation and coordination of material,
technology, light and shadow. Architectural Design also encompasses the pragmatic
aspects of realizing buildings and structures, including scheduling, cost estimating
and construction administration. As documentation produced by architects, typically
drawings, plans and technical specifications, architecture defines the structure or
behavior of a building or any other kind of system that is to be or has been
constructed
Architectural works are often perceived as cultural and political
symbols and as works of art. Historical civilizations are often identified with their
surviving architectural achievements. Architecture design sometimes refers to the activity of
designing any kind of system and the term is common in the information technology
world.

2.3.2 Advertising Design
Advertising design is a form of communication intended to persuade an
audience (viewers, readers or listeners) to purchase or take some action upon
products, ideals, or services. It includes the name of a product or service and how
that product or service could benefit the consumer, to persuade a target market to
purchase or to consume that particular brand. These brands are usually paid for or
identified through sponsors and viewed via various media. Advertising can also serve
to communicate an idea to a large number of people in an attempt to convince them
to take a certain action. Commercial advertisers often seek to generate increased
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consumption of their products or services through brariding, which involves the
repetition of an image or product name in an effort to associate related qualities with
the brand in the minds of consumers. Non- commercial advertisers that spend money
to advertise items other than a consumer product or service include political parties
interest groups, religious organizations and governmental agencies.

2.3.3 Interior Design
Interior design is a multi-faceted profession in which creative and
technical solutions are applied within a structure to achieve a built interior
environment. The interior design process follows a systematic and coordinated
methodology, including research, analysis, and integration of knowledge into the
creative process, whereby needs and resources of the client are satisfied to produce
an interior space that fulfills the project goals.

2.3.4 Fashion Design
Fashion design is the art of the application of design and aesthetics or
natural beauty to clothing and accessories. Fashion design is influenced by cultural
and social attitudes, and has varied over time and place. Fashion designers work in a
number of ways in designing clothing and accessories. Some work alone or as part of
a team. They attempt to satisfy consumer desire for aesthetically designed clothing,
because of the time required to bring a garment onto the market, must at time
anticipate changing consumer tastes. Some designers in fact have a reputation which
enables them to set fashion trends.

2.3.5 Electronic Design automation
Electronic design automation is a category of software tools for designing
electronic systems such as printed circuit boards and integrated circuits. The tools
work together in a design flow that chip designers use to design and analyze entire
semiconductor chips.
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2.4 Registration of Designs
The object of the promulgation of single Designs legislation is to protect new
or original designs so created to be applied or applicable to particular article to be
manufactured by Industrial Process or means. The important purpose of design
registration is to see that the artisan, creator, originator of a design having aesthetic
look is not deprived of his bonafide reward by others applying it to their goods.
Most countries provide for national design laws providing a system to
administer the registered designs. The process typically involves filing applications
for the registration of designs in the prescribed format, remedying, the objections, if
any, by the Design Examiner and getting the design granted which most countries
have adopted a classification that conforms to the Locarno Classification of
industrial design.
The registration of a design confers upon the registration proprietor the
exclusive right to apply a design to the article in the class in which the design has
been registered and the registered proprietor of design is entitled to a better
protection of his intellectual property. The rights holder can sue for infringement, if
his right is infringed by any person. He can license or sell his design as legal
property for a consideration or royalty.
Moreover, according to the Locarno Agreement which is an international
classification system for industrial designs under administered by the World
Intellectual Property Organization (hereinafter referred "WIPO") which has been
introduced in the Design Rule 2001 and as in Amendment Rules 2008. The
classification of goods is based upon the function of the classification of goods is
applied. This treaty is Established an International Classification for industrial
Designs, which was concluded in 1968. This Classification is commonly referred to
as the Locarno Classification. The Agreement is open to States party to the Paris
Convention for the Protection of Industrial Property.Almost all jurisdictions follow
Locarno Classification for registration of design comprising 32 classes. Most of the
classes are further divided into sub classes. Design applications must be filed in a
particular class depending upon the predominant material with which the article is
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made or is capable of being made. In this regard, please find the Locarno
Classification for registration of design as prescribed below;

List of classes:

Class 1:

Foodstuffs.

Class 2:

Articles of clothing and haberdashery.

Class 3:

Travel goods, cases, parasols and personal belongings, not

elsewhere specified.
Class 4:

Brushware.

Class 5:

Textile piece goods, artificial and natural sheet material.

Class 6:

Furnishing.

Class 7:

Household goods, not elsewhere specified.

Class 8:

Tools and hardware.

Class 9:

Packages and containers for the transport or handing of goods.

Class 10:

Clocks and watches and other measuring instruments,

checking and signaling instruments.
Class 11:

Articles of adornment.

Class 12:

Means of transport or hoisting.

Class 13:

Equipment for production distribution or transformation of

electricity.
Class 14:

Recording, communication or information retrieval equipment

Class 15:

Machines not elsewhere specified.

Class 16:

Photographic, cinematographic and optical apparatus.

Class 17:

Musical instruments.

Class 18:

Printing and office machinery.

Class 19:

Stationary and office equipment, artists' and teaching

materials.
Class 20:

Sales and advertising equipment, signs.

Class 21:

Games, toys, tents and sports goods.

Class 22:

Arms, pyrotechnic articles, articles for hunting, fishing and

pest killing.
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Class 23:

Fluid distribution equipment, sanitary, heating, ventilation and

air-conditioning equipment, solid fuel.
Class 24:

Medical and laboratory equipment.

Class 25:

Building units and construction elements.

Class 26:

Lighting apparatus.

Class 27:

Tobacco and smokers' supplies.

Class 28:

Pharmaceutical and cosmetic products, toilet articles and

apparatus.
Class 29:

Devices and equipment against fire hazards, for accident

prevention and for rescue.
Class 30:

Articles for the care and handling of animals.

Class 31:

Machines and appliances for preparing food or drink, not

elsewhere specified.
Class 32:

Graphic Symbols and logos, surface patterns, ornamentation.

8

2.5 Protection of designs in Thailand

According to the designs protection in Thailand, currently there is no single
act providing a particular protection or any activities related to a design, but there are
2 legislation concerning about designs activities, which are Thai Copyright law B.E
2537 and Thai Patent law B.E. 2522 as the following prescribed by the researcher.

2.5.1 Protection of design under Thai Copyright law B.E. 2537

By virtue of Thai Copyright law B.E. 2537 section 6states that
"The Copyright work by virtue of this Act means a work of authorship
in the form of literary dramatic, artistic, musical, audiovisual, cinematographic,
8
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sound recording, sound and video broadcasting work or any other work in the
literary, scientific or artistic domain whatever may be the mode or form of its
expression. Copyright protection shall not extend to ideas or procedures, processes or
systems or methods of use or operation or concept, principles, discoveries or
scientific or mathematical theories"
regarding to the copyright work, a copyright is a type of property that is
founded on a person's creative skill and labor. It is designed to prevent the
unauthorized use by other of a work, the original form in which an idea or
information has been expressed by the creator. Copyright under Thai law is not a
tangible thing, it is made up of a bundle of exclusive economic rights to do certain
acts with an original work or other copyright subject-matter. These rights include the
right to copy, publish, communicate and publicly perform the copyright
material.Thai Copyright Act protects original literary, dramatic, musical and artistic
works and a copyright holder is subsist in a work it must be made by a resident or
citizen of Thailand, or has a specified connection with a country which is a member of a
relevant international copyright treaty as stated in Thai Copyright Act Section 7. 9
A designs definition under Thai Copyright Act under the term of
Artistic works which normally include paintings, photographs, sculptures,
engravings, sketches, blueprints, drawings, plans, maps and buildings or models of
buildings, irrespective of the artistic quality of the work. They may exist in electronic
or hardcopy form. There is also a category called "work of artistic craftsmanship"
that must satisfy the added criteria of aesthetic appeal and be the result of the work of
a skilled craftsperson in order for it to be protected by copyright. Items such as handwoven tapestry handmade jewelry or crafted furniture may fit into this category.
Moreover, according to Thai Copyright Act section 15 referring to
Copyright Protection on copyright holder on their impression of an idea, which

9

Thai Copyright Act B.E. 2537 § 7 (1): In the case of unpublished work, the

author must be a Thai national or reside in Thailand or be a national of or reside in a
country which is a member of the Convention on the protection of copyright of
which Thailand is a member provided that the residence must be at all time or most
of the time spent on the creation of the work.
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accorded that "Subject to Section 9, Section 10 and Section 14, the owner of
copyright has the exclusive rights of:
"(1) reproduction or adaptation,

(2) communication to public,
(3) letting of the original or the copies of a computer program, an
audiovisual work, a cinematographic work and sound recordings,
(4) giving benefits accruing from the copyright to other persons,
(5) licensing the rights mentioned in (1), (2) or (3) with or without
conditions provided that the said conditions shall not unfairly restrict the
competition. Whether the conditions as mentioned in sub-section (5) of the paragraph
one are unfair restrictions of the competition or not shall be considered in accordance
with the rules, methods and conditions set forth in the Ministerial Regulation."
As aforesaid section, the copyright holder has the exclusive rights under
section 15 but the works are only protected by copyright law if they are "original"
works. A copyright work will be considered original if it is the product of the
creator's own intellectual effort and has not been copied from another person's work.
However an original work could be a compilation of other works, where the
permission of the copyright owners of those individual works complied would be
needed.
However, Thai Copyright Act does not protect ideas or information as
such but only the original expression of ideas or information. Copyright differs
fundamentally from patents and trademarks in this way. For example, unlike the
grant of a patent, which gives monopoly rights over the idea of an invention, the
creation of a copyright work does not grant a monopoly over the ideas or information
expressed in the work. Rather, right are granted to the copyright owner in respect of
the reproduction (and certain other uses) of that particular expression of ideas or
information which has been fixed in material form. Copyright, therefore, does not
prevent the use of same idea or information. If two people independently create
similar works based on the same idea or information, and neither is a copy of the
other work, there is not issue of copyright infringement. For example, two artists set
up canvasses in the same spot and paint the same waterfall. Both artists would have
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copyright in their works and there would be no infringement of copyright providing
the artists do not copy each other's painting.
Moreover, the design owner of the copyright work is entitled to identify
themselves as the owner and to prohibit the assignee or any person form distorting,
shortening, adapting or doing anything against the work to the extent that such act
would cause damage to the reputation of dignity of the owner. However, then the
design owner has died, the heir of the owner is entitled to litigation for the
enforcement of their right through the term of copyright protection unless otherwise
agreed in writing. 10

2.5.2 Protection of design under Thai Patent law B.E. 2522
Patent law is a legal protection which is considered necessary for the
enhancing of inventive activities and technological development. Thailand has
adopted a Patent law to provide a temporary monopoly for inventors.
According to Thai Patent Act B.E. 2522 is needed to protect a property
right in an inventor's idea, it illustrates in very clear terms the extent of the
relationship of the law to other socio-economic factors. For a patent system to
success in stimulating the development of the country's competitive edge in the
world economy, it must align itself to conditions of social, and the evolution of
progressive national technological and industrial policies. Although the major rules
and procedures relating to patent protection in Thailand are not much differentiate
from those established under the patent laws of advanced developed countries but
some perspective in design patent need to be developed.
Reference to Thai Patent Act section 5 according to patent for
inventions states that;
"Subject to Section 9 a patent may be granted only for an invention in
respect of which the following conditions are satisfied:
(1) The invention is new;
(2) It involves an inventive step; and
(3) It is capable of industrial application"

10

Thai Copyright Act B.E. 2537 § 18.
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The invention to be patentable must possess novelty, inventive step and
be capable of industrial application. Therefore, industrial applicability is an
additional requirement for patentability. According this requirement, it is defined as
an invention shall be taken to be capable of industrial if it can be made or used in any
kind of industry, including handicraft. After all, it is specifically provided that a pure
design without functionally shall not be taken to be capable forpatentablebecause of
lacking of industrial applicability as required by law.
However, the law also specifies the rights of the owner regarding design
for invention in section 36 as follows;
"(l) where the subject matter of a patent is a product, the right to
produce, use, sell, have in the possession for sale, after for sale or import the
patented product;
(2) where the subject matter of a patent is a process, the right to use the
patented process, to produce, use, sell, have in the possession for sale, offer for sale
or import the product produced by the patented process".
Even though the law is regulate the rights of the owner as mentioned
but the rights under section 36 shall not apply to an act for the purpose of study,
research, experimentation or analysis, provided that it does not unreasonably conflict
with a normal exploitation of the patent and do not unreasonably prejudice the
legitimate interests of the patent owner and also cannot apply to the production of the
patented product or use of the patented process, provided that the producer or user, in
good faith and without knowing or having no reasonable cause to know about the
patent application, has engaged in the production or has acquired the equipment
therefore prior to the date of filing of the patent application in Thailand. 11
Further to Thai Patent Act according to patent for design. The
protection of design patent in Thailand protects only a design which is compatible to
section 56, which state that "A patent may be granted under this Act for a new design
for industry, including handicrafts."
Furthermore, the law also specifies the right of the design owner to use
the patented design in the manufacture of product or to sell, have in possession for

11

Thai Patent Act B.E. 2522 § 36 paragraph 2.
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sale, offer for sale or import a product, embodying the patented design, but except
for the use of the design for the purpose of study or research. 12

However, some type of a new design which is not falling under the term
of Section 56 sometimes cannot be granted a patent because it cannot approach to the
industry including handicraft. According to the preceding paragraphs, Thai Patent
Act B.E. 2522 contains the loophole for a new design which should be registrable if
it meets the condition of novelty and originally whether it can apply to the industry
or not.

2.6 Rationale Context on Promulgation of Single Designs Legislation in
Thailand
The rationale context on promulgation of single designs legislation in
Thailand, the design owner need to gain more value of designs product, because of
nowadays a designs is an incentive tools for technology development in private
sector, we cannot avoid that companies that adopt a comprehensive approach to
design make more money and generate more exports than companies that do not use
design, which is likely to be an important part of the business' success.
Regarding to a world globalization, Design is a central element in the cultural
and experience economy, which is one of the major economic growth areas in
Thailand. Together withdesign industry has achieved more and more percentage in
annual growth, which seems to constitute a trend. If continued growth, we need to
show strength within future growth areas. Because of in the future, Thailand will
increasingly need to compete on knowledge, development, innovation and
protection. This is where asingle designs legislation plays a central role. Good design
renders products and services a combination of functionality, user friendliness and
sound choice of material.Unfortunately, Thailand has no single act regarding to
design protection or design registration, this is the reason why the design owner is

12

Thai Patent Act B.E. 2522 § 63.
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still needed to gain more value of their design together with seeing more degree of
design protection.

Chapter 3
Designs protection under International Convention
and Foreign Laws
3.1 International Conventions
Most of countries are try to create the international community in order to
encourage the creative activity and to promote the protection of intellectual property
throughout the world. In this regards, most of them are incorporated in the form of
international organization which govern the contracting state by ratified in the
treaties. The major international organization concerning to intellectual property are
Agreement of Trade-Related Aspects of Intellectual Property Rights (Hereinafter
referred "TRIPS Agreement"), WIPO,Berne Convention and Paris Convention which
both are specified the minimum standard of industrial design protection in the
international convention by govern all contracting state. However, "industrial design"
and "design" have a similarity rationale, and their characteristic is almost the same in
the term of protection. Therefore, most of countries are always follow the article of
TRIPS,WIPO, Berne Conventionand Paris Convention in order to protect their
design mutandis mutandis.

3.1.1 Agreement on Trade-Related Aspects oflntellectual Property Rights
In 1947 twenty-three nations signed a treaty known as GATT or
General Agreement on Tariffs and Trade. The primary objective of this treaty was to
promote and regulate the liberalization of international trade through "rounds of
trade negotiations". Between 1986 and 1994, the eighth of these rounds, known as
the Uruguay Round of Multilateral Trade Negotiations, produced the Marrak:ech
Agreements which established the World Trade Organization (WTO) and extended
rules governing commercial relations between trading partners to a number of new
areas, such as agriculture, services, investment measures and the protection of
intellectual property rights, attention has focused on WTO's Agreement on TradeRelated Aspects of Intellectual Property Rights (TRIPS) as the most far reaching
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international instrument ever negotiated on intellectual property rights. It establishes
minimum universal standards in all areas of intellectual property and intends to
implement these standards globally through the strong enforcement mechanism
established in WTO.
Regarding to Designs activities, industrial design and designs activities,
which has long been one of the most problematic areas of Intellectual Property Law.
Most countries have differed regarding haw such design should be protected. Given
the fact that Thailand is a member of the World Trade Organization, it has to abide
by the mandates set forth in the TRIPS Agreement, and the scope of protection that
should be accorded.
After all, Article 25 of the TRIPS Agreement define industrial by
reference to "independent" creation and "new or original" character, but allows for
exclusion if such designs are essentially dictated technical or functional
consideration. If the design of an aircraft wing, "for example, is dictated by the need
for an aircraft to stay aloft, the design can be excluded from industrial design
protection, though it might be protected by patent if the relevant criteria are met" 13 .
By virtue of TRIPS Agreement article 25, Thailand shall provide the
protection of independently created industrials designs that are new or original.
Thailand and all members may provide that designs are not new or original if they do
not significantly differ from known designs or combinations of know design features.
Furthermore, Thailand should provide such protection which is not extend to design
dictated essentially by technical or functional considerations. Moreover, Thailand
and each member countries should ensure that the requirements for securing
protection for or designs activity. 14
In this regard, some countries including Thailand have protected
designs through copyright, design patent and design registration, or through a
combination of these methods. A designs activity shall be protected by copyright

13

United Nations Conference of Trade and Development, Dispute Settlement,

World Trade Organization, United Nation, New York and Geneva, 2003. (unpublished
manuscript).
14

Agreement on Trade-Related Aspects of Intellectual Property Rights,

Article 25.
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because it is an expressive work, but copyright does not protect function and it may
be difficult to differentiate between the expressive and function elements of a design.
Design patent is distinguished from the patent on invention by the requirement that
new design should be aesthetic, and not useful or functional. As with copyright it is
difficult to separate the aesthetic characteristics of a product from the usefulness.
Nevertheless, registration system are typical characterized by the relative by which
parties can list their designs, though the registration creates only a presumption in
favour of the design owner that may be challenged in the administrative or court
proceedings.
Moreover, according to TRIPS Agreement Article 26.1 referring the
scope and duration on designs activity. TRIPS Agreement requires that design owner
have the right to prevent the others without consent form making, selling or
importing, articles bearing copied or substantially copied design for commercial
purposes. Further to Article 26.2 allows for limited exceptions, along the line of the
provisions regulating exceptions in copyright, trademark and patent. Which again
provide substantial flexibility and all member countries must provide a minimum 10
years protection for industrial design.
The researcher refer to TRIPS Agreement Article 62 which accorded
that
"l. Members may reqmre, as a condition of the acquisition or
maintenance of the intellectual property rights provided for under Sections 2 through
6 of Part II, compliance with reasonable procedures and formalities. Such procedures
and formalities shall be consistent with the provisions of this Agreement.
2. Where the acquisition of an intellectual property right is subject to
the right being granted or registered, Members shall ensure that the procedures for
grant or registration, subject to compliance with the substantive conditions for
acquisition of the right, permit the granting or registration of the right within a
reasonable period of time so as to avoid unwarranted curtailment of the period of
protection".
As mentioned above, Thailand has to contains a provision regarding the
registration procedure in the law in order to securing protection of such design while
must not unreasonably impair the opportunity to seek and obtain such protection. It is

29
also provides that all member countries may apply reasonable procedures that
registrations will be undertaken within a reasonable period of time. Further to a
design protection under TRIPS Agreement, this agreement requires Thailand and
members to grant the owner of a protected design the right to prevent third parties
not having the owner's consent from making, selling or importing articles bearing or
embodying a design which is a copy, or substantially a copy, of the protected design,
when such acts are undertaken for commercial purposes. However, Thailand and all
member countries are free to meet this obligation through design law or through
copyright law. Currently, Thailand has no single design protection because of we are
using a condition of the acquisition of Designs for patent under Thai Patent Act B.E.
2522 and also using a condition under Copyright Act B.E. 2537 under the term of
Artistic Work to receive a copyright protection. Nevertheless, it both legislations are
not efficient enough because of the current Copyright Act is not ensure the owner
regarding of none of registration procedure while Patent Act is not cover all kind of
designs activities.

3.1.2 Berne Convention

Berne Convention requires its signatories to recognize the copyright of
works of authors from other signatory countries in the same way as it recognizes the
copyright of its own nationals. In addition to establishing a system of equal treatment
that internationalised copyright amongst signatories, the agreement also required
member states to provide strong minimum standards for copyright law.
Copyright under the Berne Convention must be automatic, it is
prohibited to require formal registration. Currently, Thailand's Copyright Law was in
compliance to the international standard for the first time when it became a party to
the 1886 Berne Convention in 1931. The Copyright Law was then amended to be
inline with Berne, National Treatment, non-formality clause; minimum protection
requirements.
Regarding to Designs protection, member states of the WTO or the
Paris Convention are obliged to provide protection for design and industrial designs.
However, the form of the protection is not specified by TRIPS or the Paris
Convention. Many countries protect some designs as copyright works (specifically,
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as "works of applied art" under the Berne Convention). Nevertheless, most
industrialised countries also provide a system for registration of industrial design or
any design activities, and this remains an important use of the design registration
system. However, due to the globalization necessitates Thailand to create its legal
environment to promote international trade and attract the inflows of investment
from trading partners. Thailand should have a single legislation on Design protection
in order to enhance the protection of design in our jurisdiction to make more
incentive to abroad designed investor to enter into Thailand.

3.1.3 Paris Convention
The Paris Convention regarding to industrial design protection is The
convention for the Protection of Industrial Property, signed in Paris, France, on
March 20, 1883, was one of the first intellectual property treaties. After diplomatic
conference in Paris in 1880, the Convention was signed in 1883 by 11 countries in
the beginning. The treaty was revised at Brussels, Belgium, on December 14, 1900,
at Washington, United States, on June 2, 1911, at The Hague, Netherlands on
November 6, 1925, at London, United Kingdom, on June2, 1934, at Lisbon,
Portugal, on October 31, 1958 and at Stockholm, Sweden, on July 14, 1967, and was
amended on September 28, 1979. 15 The convention now has 173 contracting member
countries which makes it one of the most widely adopted treaties worldwide. The
Paris Convention entered into force in Thailand on August 2, 2008, bringing the total
number of Nation States party to the Convention to 173.
According to the Paris Convention for the Protection of Industrial
Property, the convention applies to industrial property in the widest sense, including
patents, marks, utility models (a kind of "small patent" provided for by the laws of
some countries), trade names (designations under which an industrial or commercial
activity is carried on), geographical indications (indications of source and
appellations of origin, the repression of unfair competition and industrial design.
15

Creative Commons Attribution-Share Alike License, Paris Convention for

the Protection of Industrial Property (20 June 2010), at http://en.wikipedia.org/wiki/P
aris_Convention_for_the_protection_of_Industrial_Property#cite_note-0, (last visited
7 September 2010).

31

The substantive prov1s1on of the Convention fall into three mam
categories: national treatment, right of priority, common rules as below.
Firstly, under the provisions on national treatment, the Convention
provides that, as regards the protection of industrial property, each contracting State
must grant the same protection to nationals of the other contracting States as it grants
to its own nationals. Nationals of non-contracting States are also entitled to national
treatment under the Convention if they are domiciled or have a real and effective
industrial or commercial establishment in a contracting State.
Secondly, the convention provides for the right of priority in the case of
patents (and utility models, where they exist), marks and industrial designs. This
right means that, on the basis of a regular first application filed in one of time (12
months for patents and utility modes; 6 months for industrial designs and marks),
apply for protection in any of the other contracting States; these later applications
will then be regarded as if they had been filed on the same day as the first
application. In other words, these later application will have priority (hence the
expression "right of priority'') over applications which may have been filed during
the said period of time by other persons for the same invention, utility mode. Mark or
industrial design. Moreover, these later applications, being based on the first
application, will not be affected by any event that may have taken place in the
interval, such as any publication of the invention or sale of articles bearing the mark
or incorporating the industrial design. One of the great practical advantages of this
provision is that, when an applicant desires protection in several countries, the rights
holder is not required to present all their application at the same time but has six or
twelve months at his disposal to decide in which countries the rights holder wishes
protection and to organize with due care the steps they must take to secure protection.
Thirdly, the Convention lays down a few common rules which all the
contracting States must follow. As to industrial design, industrial designs must be
protected in each contracting state and the protection may not be forfeited on the
ground that the articles incorporating the design are not manufactured in that state.
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3.2 Designs protection under Foreign law
3.2.3 Australia Law
The information herewith contains an information and resources
relating to Australia Designs Act 2003. The Designs Act 2003 arose out of the
recommendations of the Australian Law Reform Commission (hereinafter referred
"ALRC") report into the Australian designs system of 1995. The Act received the
Royal Assent on 17 December 2003 and took effect from 17 June 2004. In this
regards, the Designs Act is introduced a new regime for registration on designs as the
information as prescribed below.

1. Work protection and perspective
Referring the Australia designs activities in the past, there had a
long and tortured history of infringement cases failing based on a weak protection of
design like Thailand. In this regards, The Australian Designs Act 1906 had come to
play on this stage in order to regulate design infringement by seeking more degree of
designs protection to the design's owner. However, the Australian Designs Act 1906
still had a torture and infringement based on relatively minor variations, therefore the
Australian Designs Act 1906 was superseded by the Designs Act 2003, in part
because of concerns about the weak protection for design registrations under the
Designs Act 1906. The Design Act 2003 contains robust infringement provisions
against designs which are "substantially similar in overall impression" as well as
direct imitations, and the majority of infringement cases under the new Act have
been successful. The most significant change in the 2003 Act is that designs will not
be examined before registration. Instead, design applications will now only undergo
a formalities check prior to being registered and published.
The down side of the new registration process is that the rights of
the .design owner are limited on registration. The design owner cannot commence
design infringement proceedings until the design has gone through the examination
process and has been issued with a certificate of examination as accorded Designs
Act of Australia section 73 (3).
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"(3) However, infringement proceeding may not be brought under
subsection ( 1) until:
(a) the design has been examined under Chapter 5; and
(b) a certificate of examination has been issued."

In this regard, the design owner needs to be careful to avoid making
unjustified threats of action if making claims against third parties where a certificate
of registration has yet to be issued.

16

Notifying someone of the existence of

registration (where a certificate of registration is granted) will not constitute an
unjustified threat. 17
It is hope that the new registration process will fast-track the grant

of registration to designs and limit the full examination of designs to those subject to
litigation.

16

Designs Act 2003 of Australia, §77 Application for relief from unjustified

threats
(1) If a person is threatened by another person (the respondent)
withinfringement proceedings, or other similar proceedings, in respect of a design, an
aggrieved person (the applicant) may apply to a prescribed court, or to another court
that has jurisdiction to hear and determine the application, for:
(a) a declaration that the threats are unjustified; and
(b) an injunction against the continuation of the threats; and
(c) the recovery of damages sustained by the applicant as a result of
the threats.
(2) A threat mentioned in subsection (1) may be by means of circulars,
advertisements or otherwise.
(3) If a certificate of examination has not been issued in respect of a
design, a threat to bring infringement proceedings, or other similar proceedings, in
respect of the design is an unjustified threat for the purposes of this section.
17

Ibid., §80 Mere notification ofregistration not a threat

The mere notification of the existence of a registered design does not
constitute a threat of infringement proceedings for the purposes of section 77.
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2. Exclusive rights
Researcher refers to Designs Act 2003 of Australia section 10
accorded that
''Designs Act 2003 of Australia, §10: Exclusive rights of registered
owners
(1) The registered owner of a registered design has the exclusive
right, during the term of registration of the design:
(a) to make or offer to make a product, in relation to which the
design is registered, which embodies the design; and
(b) to import such a product into Australia for sale, or for use for
the purposes of any trade or business; and
(c) to sell, hire or otherwise dispose of, or offer to sell, hire or
otherwise dispose of, such a product; and
(d) to use such product in any way for the purposes of any trade
or business; and
(e) to keep such a product in any way for the purposes of any
trade or business; and
(f) to authorize another person to do any of the things

mentioned in paragraph (a), (b), (c), (d) ore.
(2) The exclusive rights mentioned in subsection (1) are personal
property and are capable of assignment and of devolution by will or by operation oflaw.
(3) This section is subject to this Act"
Referring above section as mentioned, a registered design gives a
design owner an exclusive right to make or offer to make a product in relation to
which the design is registered accordance with Section 10 to this Act. The owner of a
registered design has the exclusive right to use the design. The owner can decide
how to commercialize the rights, which are;
1) the right to make or offer to make a product, in relation to which
the design is registered, which embodies the design;
2) import a product into Australia for sale or for use for purposes
of trade or commerce;
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3) sell, hire or otherwise dispose of or offer to sell, hire or otherwise
dispose of the product;
4) use the product for the purposes of trade or commerce;
5) keep the product for sale, hire or other distribution; and
6) license another person to do any of the acts set our above.
According the infringement action under exclusive rights, De sign
infringement action may be commenced by the registered owner through the courts
only after a certificate of examination has been issued. Like the old Act, remedies
available to the owner against the infringed person includes an injunction and either
damages or an account of profit. However, the Australia Design Act 2003 also
includes provision for the Court to award additional damages against a flagrant
infringer.

3. Categorization of Designs
According to the categorization of designs under the Australia
Designs Act 2003, it categorizes the design by classifying the design in the
registration process. In this regard, classification means sorting things into groups or
classes based on their similarities. All designs are applied to products. As there is no
system for classifying designs, it is the products which are sorted into classes. The
classification of the products is based on their function, for example purpose or use
for which the product is intended. Design application are classified in order to make
searching for similar designs much easier. As searching is carried out by the public,
patent attorneys, overseas design offices as well as IP Australia, correct classification
is extremely important. If registered designs are not classified correctly a search will
not be effective.
According to the classification system used in Australia, the system
is based on the "International Classification for Industrial Designs'', also called the
Locamo Classification as it was established by the Locarno Agreement. Although
Australia is not a party to this agreement, but the classification system is still used by
this office. The 81h edition of the Locarno classification came into effect 1 January
2004. There are 32 classed and most of these classes are further divided into sub-
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classes. In Australia the subclasses are further divided into subclasses based on
specific function or purpose of the product in a sub-class. 18

4. Design's Duration
Registration under the Australia Designs Act 2003 provides that
maximum term of protection to 10 years, bringing Australia into compliance with its
minimum obligation under the Agreement on Trade Related Aspects of Intellectual
Property Rights 1995.
According to a design's duration under Australia Designs Act 2003
as accorded in section 46 and section 46;
Section 46 "Term of registration;
(1) The term of registration of a design is
(a) 5 years from the filing date of the design application in
which the design was first disclosed; or
(b) If the registration of the design is renewed under section 4710 years from the filing date of the design application in which the design was first
disclosed
(2) If a design has been excluded from an initial application (see
section 23), the design application in which the design was first disclosed is taken,
for the purpose of subsection (1), to be the initial application."
Section 4 7

"Renewal of registration

(1) The registered owner of a registered design may apply for
renewal of the registration of the design.
(2) The application must be made within the prescribed period after
the filing date of the design application in which the design was first disclosed.
(3) The Registrar must renew the registration of the design if the
application is in the form prescribed by the regulations"

18

Intellectua1Property Australia, Designs Examiner's Manual of Practice and

Procedure (2003 Act) (n.p.: n.d.), Page 3.:.
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The initial term of protection is five years with a further term of
renewal of five years. The design registration will cease if examination is requested
and any issues raised during the examination are not resolved within a prescribed period.

5. Registrable Design
A design under Australia Designs Act 2003, is a design, in relation
to a product, means the overall appearance of the product, that is the visual form of
the product as apprehended by the eye. The design is judged by solely by what the
eye sees. The visual feature that can be protected by a registered design include three
dimensional features such as the shape and configuration of the design applied to an article.
Other features that can be protected and registration include two
dimensional features of pattern and/ or ornamentation of the design applied to the
product. The visual features of a design do not have to be aesthetically appealing.
Although a design registration does not protect the functionality of an article, a visual
feature which is dictated by its function or happens to have a functional purpose will
still be capable of registration as a registered design.
Naturally designs that have some aesthetic component but also serve
a functional purpose are also registrable. The product and the materials used in the
manufacture of the product do not qualify as features protect able be design
registration. Further a method of manufacturing an article cannot be registered as a
design. Once an owner of a design has identified those visual features in relation to a
product that distinguish the product from the prior art, then a registered design
application may be filed to obtain protection for the design, provided the design
meets certain requirements as set out by the Designs Act.
According Designs Act 2003 of Australia section 15 states that
"(1) A design is a registrable design if the design is new and
distinctive when compared with the prior art base for the design as it existed before
the priority date of the design"
The requirement for a design to be registrable, a design is a
registrable design if the design is new and distinctive when compared with the prior
art base as it existed before the priority date of the design. Thus a design must fulfill
the requirements of being both new and distinctive for it to be registrable as follows;
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New, a design is regarded as new if it is not identical to a design
that forms part of the prior art base for the design.
Distinctive, a design is distinctive unless it is substantially similar in
overall impression to a design that forms part of the prior art base for the design. The
priority date of a design is typically the date on which the design application is filed,
in other words the filing date of a design. The requirements that the design be both
new and distinctive requires a comparison of the design against the prior art base.
The prior art base for a design consists of designs publicly used in Australia, and
designs published in a document within or outside Australia. In addition, design
applications filed before the priority date of a design sought to be registered would
also form part of the prior art base once they become published. However, the
definition of new is complex and there are some specific exceptions and special
circumstances in which the disclosure or publication of a design may not form part of
the prior art base for the purposes of evaluating the newness of the design.
Further to an application for design, it will only be examined in the
first instance to check that it complies with the formal requirements. 19 This allows
design owners to place their designs on the public record without having completed
the costly registration process. The Registrar must notify the applicant if the design
19

Designs Act 2003 of Australia, §21: A design application may be in respect

of more than one design
(1) A single design application may be in respect of:
(a) one design in relation to one product; or
(b) one design that is a common design in relation to more than one
product; or
(c) more than one design in relation to one product; or
(d) more than one design in relation to more than one product, if each
product belongs to the same Locamo Agreement class.
(2) If more than one design is disclosed in a design application, the entitled
person or persons must be the same in relation to eachdesign.
Note: This means that a separate application must be made in respect of
designs with a different entitled person or persons.
(1) To avoid doubt, a design that is a common design in relation to
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does not meet the requirements. 20 After the formalities check, the application will
proceed to grant and then publication. Generally, design registration will be granted
if the forms are correctly completed and the fees paid. Examination of the design will
occur on the request of any person, on the order of a court21 or at eh Registrar's own
initiative. 22
Where the Registrar examines a design post grant, the Registrar
must determine with the design is "new and distinctive". If the Registrar finds there
are grounds for revocation, then the registrar is require to provide the design owner
with the written notice to that effect23 • The design owner may request an amendment
24

to remove the problem with registration . If the registration cannot be rectified by
amendment, the registrar will notify the parties that the registration of the design will

20

Australia Designs Act Section §24(2): Design applications that meet the

minimum filing requirements
(2) If a purported design application does not meet the minimum filing
requirements, the Registrar must give a written notice to that effect to the applicant.
21

Ibid., Section §63 (1 ): Examination of design

The Registrar must examine a design that has at any time been a registered
design if any person requests, or a court orders, that the Registrar examine the
design.
22

Ibid., Section §63(2)Examination of design
The Registrar may, on the Registrar's initiative and at any time, examine a

design that has at any time been a registered design.
23

Ibid., Section §68 (2): Revocation ofregistration after examination
(2) The Registrar must:
(a) give the relevant parties a notice stating that the registration of the

design is revoked; and
(b) make an entry in the Register under section 115.
24

Ibid., Section §66 (3): Amendment ofregistration
(1) The registered owner of the design may request that the Registrar

amend the Register in such a way that the ground for revocation is removed.
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be revoked and amend to the register to that effect. 25 If the Registrar decides there
are no grounds for revocation a certification of examination will be issued to the
registered design owner26 which validates the registration.

3.2.2 United Kingdom Law

In United Kingdom they have Copyright laws which protect a design or
the drawings of a design. However the main obstacle when claiming copyright and
enforcing the same is that there must be proof that claimant was the person who
created the drawings or design. It is also important to establish that the infringing
design was copied by the infringer and that it was design that they copied. This can
often prove difficult to establish. There is no formal registration procedure for
copyright in the United Kingdom and as the creator of the works does not have any
official certification which can be shown and used to enforce the rights, this makes
things more difficult. This is where registered designs come into play. If the design
owner has created for example a unique Tea Pot, the design of the Tea Pot can be
logged with the United Kingdom Intellectual Property Office. If it is accepted then
the design owner will be granted a registered design over the exact design of their
particular teapot. 27 Once registered the design will give the design owner an
exclusive right to produce, manufacture and sell that specific design of Tea Pot in
United Kingdom.
According to the Design Act 1949 of United Kingdom, the design
owner can protect the internal or external shape or configuration of an original
design. Two-dimensional designs such as textiles or wallpaper do not qualify for
design right. Regarding to designs right, it is an automatic right allows the design
owner to protect their designs in the United Kingdom and prevent others from
copying or misusing them. If a design owner register a design, they may be able to
25

Australia Designs Act Section §68: Revocation of registration after

examination
26

1bid., Section §67: Certificate of examination where registration valid

27

Jody Tsigarides, so]jcitor specializes in intellectual property law

http://www.lawdit.co.uk/reading_room/room/view_article.asp?name=../articles/4303
-registered-design-benefits.htm, (last visited 20 September 2010).
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strengthen and extend protection to other countries of any design right or copyright
protection that may exist automatically. This means that in the event of an
infringement action the design owner would not have to prove that a design they had
registered been copied. In this regards, it is how the design owner's business can
benefit from design right and registration.

1. Work protection and perspective

A registered design confers a monopoly op the proprietor in that
design. Designs are available for the whole or part of an article. Protection for design
can be obtained as well in the unregistered form, that is provided that the design
is inter alia original and non-common place.
Referring unregistered designs, The Copyright, Designs and Patents
Act 1988 (hereinafter referred "CDPA") section 213 provides that a design is a
property right which subsists in accordance with this Part in an original design. A
design means the design of any aspect of the shape or configuration of the whole or
part of an article.
A design right does not subsist in: (a) a method or principle of
construction, (b) features of shape or configuration of an article which (i) enable the
article to be connected to or placed in around or against another article so that either
article may perform its function, or (ii) are independent upon the appearance of
another article of which the article is intended by the designer to form an integral
part, or (c) surface decoration.
In this regards, there is no requirement of registration for the
unregistered design, similar to copyright, the unregistered design will subsist on
creation. Though from a practical point of view the proprietor does not know for
certain whether he has an unregistered design.
Furthermore, the researcher refer to a registered designs, registration
is a positive step towards securing the monopoly in design. Registration is made to
the United Kingdom Intellectual Office. The protection on this matter is lasts for five
years from first registration and may be renewed for up to 25 years. It is advisable to
register a design because the registered right is much stronger than the unregistered
right. Unregistered designs last for 10 years. Registered design litigants do not have
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to prove that the design has been copies whereas under unregistered designs you will
have to show that the design has been copied.

2. Exclusive rights
A Registered Design is very effective in terms of enforcing rights
against a third party and it is also relatively cost effective when compared to trade
mark protection or patent protection. The product will be valuable by virtue of its
shape or design or specific design features, a registered design therefore will assist
the proprietor in protecting their rights over these elements.
According to the Design Act 1949 of United Kingdom, the design
owner can protect the internal or external shape or configuration of an original
design. Two-dimensional designs such as textiles or wallpaper do not qualify for
design right. Regarding to designs right, it is an automatic right allows the design
owner to protect their designs in the United Kingdom and prevent others from
copying or misusing them. If a design owner register a design, they may be able to
strengthen and extend protection to other countries of any design right or copyright
protection that may exist automatically. This means that in the event of an
infringement action the design owner would not have to prove that a design they had
registered been copied. In this regards, it is how the design owner's business can
benefit from design right and registration.
Once the design owner hasa registered design in place, they will be
able to enforce these rights if they become aware of a third party manufacturing or
selling the same design. This action would involve sending a cease and desist letter
to the infringer setting out their rights, where they are owned and enclosing a copy of
the certificate of the design. Whilst it may not be plane sailing from there, the fact
that they have an official registration in place will benefit and support their case.
Moreover, design protection can be effectively acquired in Europe also. This will
afford protection to them for each of the 27 member states and is once again
relatively cost effective.
Further to a registered design under section 7 of Registered Designs
Act 1949 of United Kingdom, referring the right given by registration, which states that
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"( 1) The registration of a design under this Act gives the registered
proprietor the exclusive right to use the design and any design which does not
produce on the informed user a different overall impression.
(2)

For the purposes of subsection (1) above and section 7A of

this Act any reference to the use of a design includes a reference to(a) the making, offering, putting on the market, importing,
exporting or using of a product in which the design is incorporated or to which it is
applied; or

(b) stocking such a product for those purposes.
(3) In determining for the purposes of subsection (1) above whether

a design produces a different overall impression on the informed user, the degree of
freedom of the author in creating his design shall be taken into consideration.
(4) The right conferred by subsection (1) above is subject to any
limitation attaching to the registration in question (including, in particular, any
partial disclaimer or any declaration by the registrar or a court of partial invalidity)"
The law gives the proprietor the exclusive right to use the design
and "any design which does not produce on the informed user a different overall
impression" as accorded in section 7(1).
The use of design is defined ins 7(2) as "making, offering, putting
on the market, importing, exporting or using of a product in which the design is
incorporated or to which it is applied". Infringement itself is simply doing anything
that is the exclusive right of the proprietor with though its consent as pertained in
section 7(A). As always there are exceptions which include as accorded in 7A(2) as
follows
1) an act which is done privately and for purposes which are not
commercial;
2) an act which is done for experimental purposes; and
3) ac act ofreproduction for teaching purposes; 28
28

United Kingdom Registered Designs Act 1949 § 7 (A) Infringements of rights in

registered designs
(1) Subject as follows, the right in a registered design is infringed by a
person who, without the consent of the registered proprietor, does anything which by
virtue of section 7 of this Act is the exclusive right of the registered proprietor.
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There are of course more but the above tend to be the most
prevalent. It is also important to be aware that there cannot be an infringement of a
design before the date on which it is registered.

3. Categorization of Design
The product that the design owner has designed, or which product
or products the design is normally applied to. The law just only to classify which
products of the design is applied to or used for so that the Intellectual Property Office
can accurately classify the design for our public search database. This is so that when
anyone searches website for designs of various products they will see the design
registration of the design owner in the product types where the design owner is most
likely to use it. The Intellectual Property Office will restrict the classifications of
each design to a maximum of four different product types, and may change the
product descriptions that the design owner gives to ensure correct classification.
These product classifications will not restrict the design registration in any way at all.
It is the design itself that will be protected, regardless of which products you say are

the most likely to be used.

4. Design's duration
The protection on this matter is lasts for five years from first
registration and may be renewed for up to 25 years, as accorded in Registered
Designs Act 1949 of United Kingdom section 8, which states that.
"8 Deration of right in registered design

(2) The right in a registered design is not infringed by(a) An act which is done privately and for purposes which are not
commercial;
(b) An act which is done for experimental purposes;
(c) An act of reproduction for teaching purposes or for the purpose of
making citations provided that the conditions mentioned in subsection (3) below are
satisfied
(d) ...
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( 1) The right in a registered design subsists in the first instance for a
period of five years from the date of the registration of the design.
(2) The period for which the right subsists may be extended for a
second, third, fourth and fifth period of five years, by applying to the registrar for an
extension and paying the prescribed renewal fee.
(3) If the first, second, third or fourth period expires without such
application and payment being made, the right shall cease to have effect; the registrar
shall, in accordance with rules made by the Secretary of State, notify the proprietor
of that fact ... "

5. Registrable Design
A registered design is a monopoly right for the appearance of the
whole or part of a product, resulting particularly from the features of lines, contours,
colors, shape, texture and materials of a product or its ornamentation. 29 These
designs could be anything from patterns on textiles or plates to the shape of a car or
the design of part of a product. Moreover, a registered design covers twodimensional as well as three-dimensional articles and ornamentation.
Further to the Eligibility for and benefits of design registration.
Registering a design with the Intellectual Property Office gives the design owner an
extra legal protection. To help they toanalyze the pros and cons of registering a
design or relying on its inherent unregistered rights. According to the eligibility for
design registration, a design can provide a cost-effective way of achieving protection
for the creator, and registration will give protection for the overall impression of the
article or product.
In addition, regarding to the requirement before a design can be
registered under the Registered Designs Act 1949 of United Kingdom section lB,
which states that.
"lB Requirement of novelty and individual character
(1)· A design shall be protected by a right in a registered design to
the extent that the design is new and has individual character. ..

29

United Kingdom Registered Designs Act 1949 § 1.
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(5) For the purpose of this section, a design has been made available
to the public before the relevant date if
(a) it has been published (whether following registration of
otherwise), exhibited, used in trade or otherwise disclosed before that date; and
(b) the disclosure does not fall within subsection (6) below.
(6) A disclosure falls within this subsection if(c) it was made by the designer, or any successor in title of his,
during the period of 12 months immediately preceding the relevant date;
(d) it was made by a person other than the designer, or any
successor in title of his, during the period of 12 months immediately preceding the
relevant date in consequence of information provided or other action taken by the
designer or any successor in title of his; or
(e) it was made during the period of 12 months immediately
preceding the relevant date as a consequence of an abuse in relation to the designer
or any successor in title of his".
According to the law above mentioned, the eligibility of
registrable design under United Kingdom law are following.
Firstly, the design must be new, it must not be identical or
substantially similar to an existing Design.
Secondly, it has individual character, it gives a different overall
impression to users, compared to any other existing designs already available.
Thirdly, it has not been disclosed prior to the application, it has
not already been available to the public. There is, however, a 12 month grace period
that runs prior to the application filing date, which allows testing of products.
A Design registration application can be made to either the
United Kingdom Intellectual Property Office or the European Designs Registry. The
advantage of the latter is that it provides protection across all 27 member states of the
European Union.However, design registration is unlike trade mark and patent
applications, no substantive examination is carried out under any of the requirement
grounds. This is due to the number of designs published across differing market are
substantial, making it impossible for either the Registry Office to conduct a detailed
and definitive search, without greatly increasing the application time and associated
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costs. Higher costs could also put off individuals and organizations from registering
their potential design rights.
Finally, even where a Design has been successfully registered, it
is worth bearing in mind that there remains the possibility for the design to be
challenged by another right holder. One way to reduce the possibility of this
happening is by ensuring that the requirements are followed as closely as possible. It
will also help if the applicant maintains a written and/or photographic record in the
development of the design, the date it was first published together with the
registration certificate when issued. These could become useful in fighting any
potential challenges.

Chapter 4
Analysis of the Problems of Designs Protection

There has been an issue in the area of industrial design protection in
Thailand. There was an interesting Supreme Court decision of interest involving the
copyright protection of a pen design. In this case, DTC industry company limited
versus Thai Ballpen Industry [judgment Number 6379/2537 (1994)], the plaintiffs
brought suit seeking protection for the design of two pens that it had produced and
sold. Two former employees of DTC stole the drawings and moulds for these pens
and sold them to one of the defendants who resold them to Thai Ballpen. Thai
Ballpen then produced pens similar to those developed by DTC.
The Court of First Instance ruled that design of the pens was covered by
copyright and that DTC's copyright had been infringed by the defendants and
awarded damages accordingly. On Appeal, the Court of Appeals overturned the First
Instance decision on the grounds that the pens were not artistic works and was
therefore not entitled to protection by the Copyright Act. Since no copyright existed,
no infringement could have occurred.
Plaintiff's appealed the decision of the Court of Appeals to the Supreme
Court, who looked at the history of the pens before making its decision. For example,
the Supreme Court took into consideration the fact that the plaintiffs had taken
several steps to ensure their success in marketing the new pens including conducting
market research and holding design meetings. It was in the Supreme Court's opinion
that the pens were artistic works as were the moulds and model pens. The works
were thus considered to be applied art protected under the Thai Copyright Act 1979
and infringed by the actions of the defendants. 30
By the virtue of Thai Copyright Act and Thai Patent Act, the researcher shall
clarify the issue under the inefficient of Designs protection under Thai Copyright Act

30

Say Sujintaya, Bangkok, Thailand, http://www.abanet.org/intelprop/annualr

eport06/content/9697/COMMITTEE%20N0%20412.pdf, (last visit 5 December
2010).
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and the issue under the insufficient criteria of patentability under Thai Patent Act as
the following mention below.

4.1 Inefficient of Designs Protection under Thai Copyright Act B.E.
2537

Like other copyright laws, Thai Copyright Law protects the "expression of
idea" by way of giving a set of exclusive rights to the copyright owner within a
certain limited period of time. 9 various copyrighted works protected under Thai
Copyright Law are literary work which includes computer program, dramatic work,
musical work, artistic work, audiovisual work, cinematographic work, sound
recording work, broadcasting work and other work which may fall in the literary,
scientific or artistic domain. Thai copyright law also gives protection to Performers
as well.
Thai Copyright Law recogmzes both economic rights and moral rights.
According to section 15 of this Act refer to the copyright protection, as accorded
that.
"Subject to Section 9, Section 10 and Section 14, the owner of copyright has
the exclusive rights of:(1) reproduction or adaptation,
(2) communication to public,
(3) letting of the original or the copies of a computer program, an audiovisual
work, a cinematographic work and sound recordings,
(4) giving benefits accruing from the copyright to other persons,
(5) licensing the rights mentioned in (1), (2) or (3) with or without conditions
provided that the said conditions shall not unfairly restrict the competition. Whether
the conditions as mentioned in sub-section (5) of the paragraph one are unfair
restrictions of the competition or not shall be considered in accordance with the
rules, methods and conditions set forth in the Ministerial Regulation."
By the virtue of section 9, the rights granted to copyright owners are
reproduction and adaptation right, communication to the public right, rental right,
right to licensing and right to give away benefits derived from making use of
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copyrighted works to others.Rights given to copyright owners are limited to a certain
period oftime and vary upon the type ofwjorks.
Reference is made to design protection, copyright protects different
categories of material, including "artistic work" as prescribed in section 4 of this Act.
An "artistic work" for the purposes of copyright law is any work which fits within

one of the categories set out in the definition of "artistic work" within section 4 of
the Copyright Act. That definition reads as follows:

"

·"artistic work" means a work of any one or more of the following

characters:
(1) work of painting and drawing which means a creation of configuration
consisting of lines, lights, colors or any other things or the composition thereof upon
one or more materials.
(2) work of sculpture which means a creation of configuration with tangible
volume.
(3) work of lithography which means a creation of picture by printing process
and includes a printing block or plate used in the printing.
(4) work of architecture which means a design of building or construction, a
design of interior or exterior decoration as well as a landscape design or a creation of
a model of building or construction.
(5) photographic work which means a creation of picture with the use of
image-recording apparatus which allows the light to pass through a lens to a film or
glass and developed with liquid chemical of specific formula or with any process that
creates a picture or an image-recording with any other apparatus or method.
(6) work of illustration, map, structure, sketch or three-dimensional work
with respect to geography, topography or science.
(7) work of applied art which means a work which takes each or a
composition of the works mentioned in (1) to (6) for utility apart from the
appreciation in the merit of the work such as for practical use of such work,
decorating materials or appliances or using for commercial benefit. Provided that,
whether or not the work in (1) to (7) has an artistic merit and it shall include
photographs and plans of such work."
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In this regard, if a design of the design owner is fit to the definition of artistic
work as above mention, it shall receive the exclusive right on that design
automatically without any registration required. By this reason, there is not enough to
the current infringement in Thailand, because of there is lacking of official document
issuing by an authority to certify the product of the right holder, therefore it will lead
to the big approaching of infringement activities in Thailand.
According to the copyright structure of Thailand, there has non- registration
system, once the idea has been originally expressed and falling within the regime of
copyrightable work, it will automatically be protected under the Copyright Law. The
current registration of copyrighted work with the Department of Intellectual Property
is for the record-keeping purpose only. It is not a pre-requisite, fixation of
copyrighted work is not necessary and not required by the law.
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By this reason there is a numerous numbers of Copyrights infringement
especially in artistic work in our jurisdiction and it seems more increasing currently.
In this regard, the rights holder needs an efficient system of single design protection
in our jurisdiction. The researcher can prove this because of, although the copyright
work is not required to be registered, it is just a notification for record-keeping
purpose as mentioned above. I refer to a statistically the number of copyrights
notification in Thailand has increased considerably since the inception of the
Department of Intellectual Property as shown in diagram 1, the total number of
notifications has extremely growth up from 2000 to 2005 and the graph is seems to
continuing growth. To some extent this increase is resulted from the effective
awareness creation by Department of Intellectual Property together with the
copyrights holder. In particular, the number of notification of artistic work ranks
second. Out of the total number, almost 18,129 notifications were for artistic works,
as illustrated in diagram 2 as year 2005.
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Interview with Paiboon Vanapongtipakom, Copyright Officer, Copyright

Office, Department of Intellectual Property, Ministry of Commerce, 28 September
2010.

52

Chart 1: the number of Copyright Notification
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Source: Department of Intellectual Property. 32
By this regard, Intellectual property related issue that receives most media
and government attention is the infringement of copyright work especially the
reproduction and distribution of design under artistic work term to this article.
Retailing pirated copied product and copied design, both domestically product and
imported, can be seen in Bangkok.
In the contrary, according to the promulgation of single protection law on
design protection, if the rights holder owns a registered design they have the right to
enforce their design once it has been examined and certified with an effective
systematic on their design product togetherwith efficient sorting categorization. The
rights holder may sue for infringement once the registered design is certified.
As the registered owner the rights holder may have the exclusive right to use
the design as specified in the certification, have an exclusive right to authorize other
people to use your design as specified in the registration, have a registered design
that is personal property and can grow in value and be sold, have a registration which
covers the whole of the Commonwealth of Thailand and also can take action to stop
other people using your design after certification.
In this regards, by the researcher opinion, according to a rapid changing of
technology and design activities are affect the law inevitably, in particular of the
laws which relate to it. Copyright law is one of them that have been caused by the
advent of technology severely. A design infringement is a good example of the
advancement. Since there is no boundary of internet makes it easier for copying and
distributing of millions of design infringement to the product without proper
authorization from the design owners. While some countries adapt a single Design
Law in their jurisdiction in order to corporate a new efficient systematic design
infringement by giving and providing a design registration process in their article.
By the researcher's conclusion, the existing Thai Copyright law is considered
not cover with new era of design infringement. By this reason, Thailand must goes
the way of promulgating a new single protection of design to meet the minimum
standard of design protection.
32

JakkritKuanpoth, Major Issues in the Thai patent system (5 October 2010),

at http://www.thailawforum.com/articles/jakpatl .html, (last visit 10 October).
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4.2 Insufficient Criteria of Patentability under Thai

Patent Act

B.E. 2522
First of all, in order to illustrate the picture according to copyright and patent
for design, researcher shall draw up a picture by raise some example as following
mentioned. "Mr. A draw up a foolish dog painting at his own house, Mr. A is
automatically entitle to acquire a copyright protection under the definition of Artistic
Work under Thai Copyright Act". Further to another instance, "If Mr. A pastes this
foolish dog painting on t-shirt and applies this t-shirt to a factory to produce and sell
in Thailand, Mr. A still being under governed by copyright protection not patent
although his design is already apply to an industry". Next to the another instance to
illustrate a picture of Patents for Designs protection under Thai law "If Mr. A
designs a new shape of cell phone, Mr. A is entitle to have a protection under Patent
for Design if his product is new and not copy to another". fu this regard, the
researcher shall present the criteria of Thai Patent Act as follow.
There are two distinct kinds patents under Thailand including invention and
patent for designs. Only the former, however, will be examined in this study. The
Patent Act B.E. 2522 commences by providing useful definitions of the meanings of
some legal terms, such as "patent" and "invention"
According to section 3 to this Act, a patent is defined as "a document issued
to grant protection for an invention or a design". This definition is enumerated in the
!imitative manner as it describes the patent in the tangible form only. It neither refers
to any legal rights conferred by the Government, nor mentions any obligations of the
patent holder to disclose and work the invention for the benefit of society. The Act
also contains the definition of "invention". It is defined in section 3 as "any
innovation or invention which creates a new product or process, or any improvement
of a known product or process". The advantage of the precise definition is that it
delimits the uncertainty involved in patent litigation by providing a general standard
of interpretation. Nevertheless, there is also a shortcoming of the strict interpretation,
since the legal definition may be too narrow in practice, in particular then dealing
with technological development.
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The above definition describes "invention" as an act or a process of
inventing, rather than the result of the inventing process. This is because the law is
intended to protect an inventor's idea, not something obtained from inventive
activity. But the law does not protect the idea per se. For an idea to be considered an
invention for the purpose of the Patent Act, it must be able to be utilized in practice,
In other words, the idea must provide a practical solution to a particular problem in
some area of technology. Moreover, the definition includes any improvement of a
known product or process. This inclusion is particularly beneficial in enhancing
technological development in the country. The patentability of an improved
invention acts as an incentive for indigenous inventors and scientists to either
improve upon or adapt foreign inventions to the local environment and conditions.
According to the scope of protection under Thai Patent Act, a Patent
protection in Thailand can be obtained either as a designed product or a process
patent. The scope of product protection is wide in its application. It confers an
absolute monopoly right on the patentee by allowing the patentee to exclude others
from using, importing, selling and making the. patented product as accorded in
section 36 (1).
"where the subject matter of a patent is a product, the right to produce, use,
sell, have in the possession for sale, after for sale or import the patented product".
Reference to the requirements of an application, in so far as the basic
requirements for patentability are concerned, the law stipulates three conditions
which a patentable invention has to satisfy. These are novelty, inventive step and
industrial applicability as stated in section 5 to this Act. 33
Like the patent legislations in other countries, the Patent Act provides that an
invention seeking legal protection in Thailand must be new. An invention is

33

Thai Patent Act. B.E. 2522 § 5: Subject to Section 9, a patent may be granted

only for an invention in respect of which the following conditions are satisfied:
(1)

the invention is new;

(2)

it involves an inventive step; and

(3)

it is capable of industrial application.
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considered new if it does not form part of the state of the art in, as mentioned in
section 6 paragraph 2 to this Act. 34
So far as the requirement of inventive step is concerned, section 7 of Thai
Patent Act stipulates that "an invention shall be taken to involve an inventive step if
it is not obvious to a person ordinarily skilled in the art". In considering the basic
conditions for patentability, it must be realized that novelty, and the inventive step,
are cleary different from each other. While the former involves a distinctive
comparison between the alleged invention and the existing state of the art, the latter
requires an appraisal of the degree of improvement of the claimed invention from the
invention that preceded it. The main aim of patent law seems to center on balancing
the conflicting interest for the betterment of society. The patent protection would be
exclusively provided to an invention, which has a quality worthy of such legal
privileges. Monopoly privileges should not be conferred on something which is only
the result of logical thinking or simple combination. The inventive step requirement
ensures this objective.

34

Thai Patent Act. B.E. 2522 § 6: An invention is new if it does not form part

of the state of the art.
The state of art also includes any of the following inventions:
(1)

an invention which was widely known or used by others m the

country before the date of application for the patent;
(2)

an invention the subject matter of which was described in a document

or printed publication, displayed or otherwise disclosed to the public, in this or a
foreign country before the date of the application for a patent;
(3)

an invention for which a patent or petty patent was granted in this or a

foreign country before the date of application;
(4) an invention for which a patent or petty patent was applied in a foreign
country more than eighteen months before the date of the application and a patent or
petty patent has not been granted for such invention;
(5)

an invention for which a patent or petty patent was applied for in this or

a foreign country and the application was published before the date of application.
(6)
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To be considered whether or not it involves an inventive step, the claimed
invention must be novel. When the first requirement is satisfied, the inventive step is
a further condition which the invention must fulfill to prove its merit. Unlike the
novelty, the test of inventive step is subjective, and seems to be more difficult. To
have a clear view to this requirement, it is necessary to assess the inventive step in ·
objective ways.
Referring the third condition for patentability in Thailand is that a patentable
invention must be capable of industrial application.
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This requirement in most

patent systems has an aim to enhance the industrial and economic progress in terms
of the application of new technology in practical means. In addition to being new and
having an inventive step, an invention must provide some useful function to respond
to the need of society. The standard of "industrial application" under Thai law must
be interpreted in the broadest possible way. The term includes not only the making or
using of the invention in industrial and agricultural activities, but also the application
of the invention to handicrafts and commerce.
The concept of applicability to industry means that the law does not protect
information, regardless of how excellent it is. New and improved result is not
enough. The technical information would be worthy of legal protection only when it
could be industrially exploited. The invention will be regarded as capable of
industrial application if it is useful in practice. In other words, if it is product, it could
be made. If it is a process, it must be able to produce a concrete effect.
The industrial applicability seems to encourage those in both public and
private sectors, involved in inventive activities. On the other hand, the researcher
refers to the design activities, this requirement may not be advantageous herein and
also do not advantageous to developing economics whose public and private
inventors do not possess adequate technical capability and knowledge in the field
industry. According to the designed product, it cannot be patentable because of
lacking the requirement of industrial applicability certainly. On the other hand, this
kind of product can be a value product of the rights holder, through being an
35

Thai Patent Act. B.E. 2522 § 8 An invention shall be taken to be capable of

industrial application if it can be make or used in any kind of industry, including
handicrafts, agriculture and commerce.
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essential asset of both public and private sectors, correspondingly, can be achieved
domestically economic thereafter, but this type of product is not under protection to
this article in present.
According to Chapter 3 of Thai Patent Act refer to Patents for Designs, a
difference between patent for inventions and patent for designs under this act is a
patent for invention protects a new invention of functional improvements of existing
inventions. This can be a product, machine, a process or even composition of matter,
but patent for designs protects the ornamental design, configuration, improved
decorative appearance or shape of an invention.
The patent for designs is any configuration of a product or composition of
lines or colors, which gives appearance to a product and serves as a pattern of
industrial or handicraft as mentioned under section 56 of Thai Patent Act as accorded
that.
"A patent may be granted under this Act for a new design for industry,
including handicrafts."
According to the law, the requirements design patentable consists of two
conditions. Firstly, the design must be new and the design must made for industry or
handicraft. As for the first condition, the law didn't provide the definition of being
"new" or "novelty". Instead it describes the characteristic that can be regarded as not
new or have not acquired the "novelty" as stated in Thai Patent Act section 57, which
states that.
"The following designs are not new:( 1)

a design which was widely known or used by others in this country

before the filing of the application for a patent;
(2)

a design which was disclosed or described in a document or a printed

publication in this or a foreign country before the filing of the application for a
patent;
(3)

a design which was published under Section 65 and Section 28 before

the filing of the application for a patent;
(4)

any design so nearly resembling any of the designs prescribed in (1), (2)

or (3) as to be an imitation"
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Moreover, the fulfillment of the requirements of section 56 and section 57,
the products shall not be patentable if it is contrary to public order or good moral, or
in one of the designs which are prescribed by the Royal Decree as also stated in
section 58. 36
Referring to a design activities, the requirement of capable for industry also
may not be advantageous because of whose design owner do not possess the
adequate design capability in the field of industry. Therefore those designed product
cannot be patentable because of lacking the requirement under the term of capable
for industry. According to the another side of coin, this kind of designed product is
falling under the term of copyright protection but once again, Thai Copyright Act
does not have a registration process to make sure that the creator shall have the
exclusive rights for their commercial and also has no the certificate which issued by
the authority in order to make an easier way to litigate the infringed party.
In this regard, the existing Thai Patent law is considered not provide a full
protection to a designed product, by some type of designs are not under protection to
this article. Also, as mentioned, the existing Thai Copyright law is not sufficient
providing a protection on designs. By this reason, the researcher shall present a
solution to enhance and level up a protection of designs activity which shall be
prescribed in the further chapter.
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Thai Patent Act. B.E. 2522 § 58: The following are unpatentable:(1) designs that are contrary to public order or morality;
(2) designs prescribed by a Royal Decree.
(3) ...

Chapter 5
Conclusion and Recommendations

5.1 Conclusion
Design is a central element in the cultural and experience economy, which is
one of the major economic growth areas in Thailand. If continued growth and the
affluence of the welfare state are to be sustained, Thailand needs to show strength
within future growth areas. In the future, Thailand will increasingly need to complete
knowledge development and innovation. This is where design plays a central role.
Good design renders products and services a combination of functionality, user
friendliness and also can makes a difference in private business. Adopting a
comprehensive and systematic approach to design enhances the value of the
enterprise, and Thai companies see a clear difference on the bottom line. Noticeably,
design has been developed to be satisfied to consumers. In this regard, most of
countries are concerned about designs protection of both internationally and
domestically by using international organization's regulation to standardize
minimum design protection for the designs owner.
Since designed products are developed much of the creativity involved in
bringing them to the market, goes into design. TRIPS Agreement and WIPO which
WIPO administers for the member governments also has consistently encouraged
developing countries to incorporate a basic registration system for industrial design
protection by issuing provisions on industrial design protection and formalized the
international status of national design registration systems in all member countries.
Consequently, all member countries are also realized to tremendous value of designs
activities which encourage the their economy, so they try to enact a single legislation
which focusing on designs protection in order to empower a design protection by
following to the minimum standardize of the TRIPS Agreement which they are
member.
Regarding to a designs definition, the researcher used to refer to Black's Law
Dictionary in Chapter 2 comparatively with a design definition with others countries
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statues, but designs is often viewed as a more rigorous form of art or art with a
clearly defined purpose. In this regard, it will lead to the problem on how difficulty
to find out what law is governed on those designs activities under the Intellectual
Property Law, because of currently Thailand has been use both Thai Copyright Act
and Thai Patent Act which both are concerning on design and design product.
Presently, Thailand has been use both Thai Copyright Act B.E. 2537 and Thai
Patent Act B.E. 2522 for protect designs activities in our jurisdiction. However,
Thailand has amended both legislations for up to TRIPS' standard because of TRIPS
imposes a minimum standard for this activity. Unfortunately, there is not enough to
the new era of designs infringement in our territorial.
Meanwhile, Thai Copyright Act B.E. 2537 does not impose the full frame of
registration procedure for design protection, even though the Department of
Intellectual Property is impose the notifying system for the rights holder but it is just
a notification for record-keeping purpose only. It is not a pre-requisite. Fixation of
copyrighted work is not necessary and not required by the law. Therefore, a design
which under protection of this Act is not obtained a powerful protection by this Act,
because of non-registration process. On the other hand, referring Thai Patent Act
B.E. 2555 regarding to patent for invention's article, the law protects an inventor's
idea, not design or something obtained from inventive activity. In consequent,
according to patents for design in the same Act, the design shall falling under the
protection to this article must made for industry or handicraft. Therefore, some kind
of designs activities is not eligible in patentable.
Therefore, a designs activity is still not being obtained an efficient systematic
protection under both legislations. This problem may cause of designs protection that
they cannot registered in Thailand whilst many countries such as Australia, India
including European Union already accepted to register designs either under
Copyright registration of Design registration. In response of the said countries are
seeing that, designs protection is more affect to the development of their economy.
Hence, mentioned countries permit or made a single legislative of designs protection
which providing a registration procedure to protect the right of their owners and to be
with a social's enlargement. As a result of inefficient of designs protection likely to
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other countries, therefore, it may affect to our international commerce and also
domestic economy.
In the case that Thailand amends a protection for designs activities,
consequently there are some problem that said in the former chapter. In this chapter,
the researcher will recommend methods to solve the problems by comparing with
Designs Act of Australia and Patent Act of United States. Then, the researcher will
take the most effective method in a proper area in order to amending our designs
protection.

5.2 Recommendations

Referring all above mentioned chapters, Thailand's legislation which is
govern designs activities has not strike an adequate balance between protecting
design rights and encouraging innovation m our territory. In this regards, the
researcher's recommendations are aimed at improving designs protection by
promulgating a single protection in order to govern all designs activities.
Consequently, concluding that a new single legislation will tailor to encourage
innovation on designs activities in Thailand. Designs Act can do this by preventing
competitors form free-riding on design innovation by providing investors in design
with security for their investment.
Meeting this objective on this Independent Study is not simply a matter of
enhancing both Thai Copyright Act and Thai Patent Act, but the researcher proposes
a solution that Thailand must introduce a new legislative single protection for
designs activity called "Thai Designs Act'', which is more proper and being able to
use and approve to overhaul Thailand's design protection system as the researcher
shall point out hereafter.
In order to promulgate a new Designs Act in Thailand, this legislation will
gather all designs activities into this Thai Designs Act, in this regard, Thai Designs
Act is not especially emphasize on Product as Australia Designs Act, and also not
only focus on industry capable as United States Patent but Thai Design Act would
gather all kind of design hereinafter, for example, ordinary drawing, product design,
graphic design or a blueprint of Siam Paragon Department Store. The gathering of all
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design activity effectively see this as a benefit to a design owner artd society at large
because of some of design owner who is not have much enough knowledgeable
information on Thai Copyright Act and Thai Patent Act shall suspicion on what
types of governing law shall be protected their design. In this regard, all design
owner who seeking a law which govern their design will looking into only one law
by researching in only one statue, and consequently to void miss understanding on
the interpretation and avoiding on problem of overlapping under Thai Copyright Act
and Thai Patent Act.
Further to the above paragraph, Thai Designs Act shall reorganize a design
activity into design classification, which easy to approach and easy for
understanding. For instance, it shall divide by the categorization as, ordinary design,
architecture design, advertising design, interior design, fashion design and electronic
design automation. As sample of design categorization mentioned in the previous
sentences, the design owner can easily approach their design to the law. In this
regard, the accessible of Thai Design Act is conducting to achieve the understanding
of design owner which is the most benefit to designs legal protection system.
Furthermore, according to the lacking of design registration under Thai
Copyrights Act as mentioned in the Forth Chapter. A new Thai Designs Act, shall
provide a designs registration process of new designs which having individual
character with Thai Intellectual Property Office. Registration confers upon the
registered design owner the exclusive right to the design owner and any design
which does not produce on an informed used a different impression up to a period of
time as specified by law. The most benefit of design registration is that in the event
of an infringement action the design owner would have proven that a design of the
design owner had registered had been copied. Moreover, it is also stimulate designs
activity in our territory and abroad which also make more incentive to the investment
by providing a full frame of legal protection of designs.
Further to a design registration under Thai Design Act,it shall provide a
classification system for designs registration application following the Locarno
Classification which was established in accordance with the Locarno

A~eement

of

1968 as administered by WIPO. The researcher recommends following and applying
Locarno Classification into Thai Designs Act because of it is the most widespread
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classification system on design registration, which presently 49 states party to the
Locamo Agreement and consequently they have adopted and apply to industrial
design in their territories. At present, the Locarno Classification comprises a list of
32 classes and 223 subclasses, respectively by an alphabetical list of goods in which
industrial designs are incorporated. In this regard, by using of Locarno Classification
in Thai Designs Act is to standardize a sorting system internationally like others,
consequently, registered design searches can be performed based upon the class (and
subclass) in which the design in question belongs. In other words, it is possible to use
the Locarno Classification to search for designs by type of product or designs
activity. The purpose of such searching may be for novelty (for example, to see if a
design is new and possibly registrable in its own right), for validity (for example, to
see if there any prior designs which would invalidate a later registered design) or for
infringement (for example, to see if a design would infringe any existing rights if
used). Therefore, by using and allowing a design registration

in which also

following a Locarno Classification for regsitrable design would answer the public
perception of seeking more efficient design protection to their design protection in
Thailand.
As above mentioned, in the event that the promulgation of Thai Designs Act
1s occurred, the design owner will have an easier and more effective way of
protecting their designs, which introducing a new system for designs protection in
Thailand. Which the single design legislation will be reached the point where the
Thai design owner was concerned, it no longer provided effective protection for
designs and the infringe of rights too difficult to prove. The single designs legislation
will answer the question by providing more streamlined registration system, better
enforcement and dispute resolution procedure, and stricter eligibility and
infringement test.
Finally, the promulgation of single design protection is the solution on these
problems according in modernizing the law of design protection to reach the
development of the modern business. Finality, Thailand will have a stronger of
design protection than ever.
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