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ABSTRACT
The growth of trade has been rapidly expanding, so there is high competition among
producers. The producers try to find a unique sign to identify and promote their
products or services. As technologies have developed, the types of trademarks have
expanded to non-traditional trademarks such as hologram mark. Unlike other nontraditional trademarks such as the shape of goods or a group of colors, there is no law
that warrants clearly that a hologram mark can be registered as a trademark. In some
countries, the definition of a trademark is wide to cover a hologram mark as a
trademark. They give the reason that if any mark can fulfill the essential function of a
trademark, it can be registered as a trademark. Some countries do not allow a
hologram mark to be registered as a trademark because the definition of a trademark
does not cover hologram marks even though it can perform the essential function of a
trademark.

This paper presents the protection of hologram marks under the principle of the
United States Trademark law, principle of the United Kingdom Trademark law and
principle of Thai Trademark law.
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Chapter 1
Introduction
1.1

Historical Background

As technology and advertising practices have changed and developed, so to have the
types of signs used by the business sector to promote and identify their goods and
services. They have expanded beyond "traditional" trademark, such as words and devices,
to encompass "non-traditional" marks, such as sounds, fragrances, colors, threedimensional shapes, moving characters and holograms.

Non-traditional trademark is a new type of trademark, which does not belong to a preexisting traditional category of trademark, and which is often difficult to register, but it
may fulfill the essential trademark function of uniquely identifying the commercial origin

-

of products or services.

A hologram mark is a non-traditional trademark where a picture sequence is used to
perform the trademark function of uniquely identifying the commercial origin of products
.

I

or services .

ABO

NCIT

Now holograms have been.increasingly used as trademarks in the marketplace. However,
it has traditionally been difficult to protect holograms as trademarks through registration
because there is no law that warrants that hologram can be registered as a trademark like
the figure and a group of colors. Some countries comply with Paris Convention Article 6
quinquies paragraph B " Trademark covered by this Article may be neither denied

registration nor invalidated except in the following cases:

1. . . ...... .
2. when they are devoid of any distinctive character, .... . .. .. ."
1

Dr. Ralf Sieckmann, Holograms-The Next Generation of Trademarks? (IP
Review Online, 2006), p. 1, In http://www.cpaglobal.com/ip-reviewonline/widgets/news story/more/1117, Access date June 5, 2006.
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Thus, if trademark is distinctive and the public can know that goods or services bearing
those trademarks are different from other goods, it should not be denied.

Despite the recognition, which must be accorded to holograms, trademarks in most
countries in other fields of the art, the graphical representation of such marks sometimes
constitutes a problem for trademark owners seeking to protect their marks, and different
countries have different methods for dealing with this issue.

1.2 Hypothesis of the Research

Hologram mark is the advanced technology and also the arts, which can be percepted
from various sight angles. It is not like the ordinary drawing. Hologram mark, which has
distinctiveness and the public or the users can know that goods or services bearing those
hologram mark are different from other goods. When it is not prohlbited by law, should
be registered and protected as trademark under the trademark law. The definition of the
term "Mark" in Section 4 of the Trademark Act B.E. 2534 should be amended in order to
include holograms as one of the registrable trademark.

1.3 Objectives of the Research
CrT

1. To study the meaning of non-traditional trademark and hologram mark.
2. To study the protection of non-traditional trademark and hologram mark.
3. To study the protection of hologram in the United States, the United Kingdom
and Paris Convention for the Protection of Industrial Property (1967).
4. To analyze the problems related to the protection of hologram in Thailand.
5. To recommend the solution to protect hologram mark.

1.4 Research Methodology

The methodology of this research is documentary research. It is a study of Thai
Trademark law, foreign laws and Paris Convention for the Protection of Industrial
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Property (1967), including the decisions of cowis, Internet which related to the above
documents.

1.5 Scope of the Research

The scope of this research is under Thai Trademark Act B.E. 2534 related to the
protection of hologram mark, Trademark law in the United States and the United
Kingdom related to the protection of hologram mark and Paris Convention for the
Protection of Industrial Property ( 1967).

1.6 Expectation of the Research

1. To know the meaning of non-traditional trademark and hologram mark.
2. To know the protection of non-traditional trademark and hologram mark.
3. To know the protection of hologram in the United States, the United Kingdom
and Paris Convention for the Protection of Industrial Property (1 967).
4. To know the problems related to the protection of hologram in Thailand.
5. To recommend the solution to protect hologram mark.
LAB

I CIT

Chapter 2
The Revolution and the Protection of Non-Traditional
Trademark and Hologram
2.1 The Meaning of Trademark, Non-Traditional Trademark and Hologram

2.1.1 Trademark

A trademark is a distinctive sign, which is used by a business to uniquely
identify itself and its products and services to consumers, and to distinguish
the business and its products or services from those of other businesses. A
trademark is a type of industrial property, which is distinct from other forms of
intellectual property 1•

A trademark can be a word, name, symbol, device or any combination thereof,
which is used to identify and distinguish the goods or services of one company
from goods or services of another. In order to qualify as a trademark, the mark
must be used commercially, and the mark must be distinctive. (The
distinctiveness requirement means that a mark cannot describe the underlying
product, or if it does describe the product, the mark must have been used
extensively enough in commerce to acquire a certain level of market
recognition2 . Moreover, some marks will not be protected as trademarks, even
if they are well recognized by consumers as trademarks. Trademark can be a
letter, number, word, phrase, sound, smell, shape, color, logo, picture, aspect

1

World Intellectual Property Organization, What is a trademark?, in
http://www.wipo.int/freepublications/en/marks/450/wipo pub 1450tm.pdf, Access
date June 18, 2006.
2
The mark must have been used as trademark with goods, which have been
widely sold or advertised until the people understand that goods bearing those
trademark are different from other goods.
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of packaging, or any combination of these, which is used to distinguish goods
and services of one trader from those of another.) 3

People rely on trademarks to make informed decisions about the products they
buy. A trademark acts as a guarantee of the quality and origin of a particular
good. A competing manufacturer may not use another company's trademark.
The owner of a trademark may challenge any use of the mark that infringes
upon the owner's rights.

(1) Establishing Trademark Right

The law considers a trademark to be a form of property. Proprietary
rights in relation to a trademark may be established through actual
"use" in the marketplace, or through "registration" of the mark with the
trademarks office (or "trademarks registry") of a particular jurisdiction.
In many jurisdictions, trademark rights can be established either or
both ways. Certain jurisdictions generally do not recognize trademarks
rights arising through use (e.g. China). If trademark owners do not hold
registrations for their marks in such jurisdictions, the extent to which
they will be able to enforce their rights through trademark infringement
proceedings will therefore be limited.

4

A registered trademark confers a bundle of exclusive rights upon the
registered owner, including the right to exclusive use of the mark in
relation to the products or services for which it is registered. The law in
most jurisdictions also allows the owner of a registered trademark to
prevent unauthorized use of the mark in relation to products or services

3

Gregory H. Guillot, All about Trademarks,
in http://www.ggmark.com/whatis.html, Access date June 18, 2006.
4
StartupNation, Establishing Trademark Right,
in http://startupnati on. legalzoom .com/educ ati on/trademarks/establish.html, Access
date June 22, 2006.
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which are similar to the "registered" products or services, and in
certain cases, prevent use in relation to entirely dissimilar products or
services.

(2) Registrability and Distinctive Character

A trademark may be eligible for registration, or registrable, if amongst
other things it performs the essential trademark function, and has
distinctive character. Registrability can be understood as a continuum,
with "inherently distinctive" m arks at one end, "generic" and
"descriptive" marks with no distinctive character at the other end, and
"suggestive" and "arbitrary" marks lying between these two points.5
•

A "fanciful I inherently distinctive trademark" is prima

facie registrable, and comprises an entirely invented or
"fanciful" sign. For example, "Kodak" had no meaning
before it was adopted and used as a trademark in relation to
goods, whether photographic goods or otherwise. Invented
marks are neologisms, which will not previously have been
found in any dictionary.
An "arbitrary trademark" is usually a common word, which
is used, in a meaningless context (e.g. "Apple" for
computers). Such marks consist of words or images which
have some dictionary meaning before being adopted as
trademarks, but which are used in connection with products
or services unrelated to that dictionary meaning. For
example, "Salty" would be an arbitrary mark if it used in
connection with refrigerators, e.g. "Salty Refrigerators" as
the term "salt" has no particular connection with such
products.
5

About, Inc. , A part of The New York Times Company, Registrability and
Distinctive Character, in http://expert.about.com/e/t/tr/Trademark.htm#hd9, Access
date June 22, 2006.
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•

A "suggestive trademark" tends to indicate the nature,
quality, or a characteristic of the products or services in
relation to which it is used, but does not describe this
characteristic, and requires imagination on the part of the
consumer to identify the characteristic. Suggestive marks
invoke the consumer's perceptive imagination. An example
of a suggestive mark might be "Salty" used in connection
with sailing gear.

•

A "descriptive mark" is a term with a dictionary meaning
which is use

m connection with products or services

airectly related to that meaning. An example might be
"Salty" used in connection wit

saltine crackers or

anchovies. Such terms are not registrable unless it can be
shown that distinctive character has been established in the
term through extensive use in the marketplace.

• A "generic term" is the common name for the products or
services in connection with which it is used, such as "salt"
when used in connection with sodium chloride. A generic
term is not capable of serving the essential trademark
function of distinguishing the products or services of a
business from the products or services of other businesses,
and therefore cannot be afforded any legal protection. This
is because there has to b e some term, which may generally
be used by anyone - including other manufacturers - to refer
to a product without using some organization's proprietary
trademark. Marks, which become generic after losing
distinctive character, are known as generalized trademarks.

It can be seen from the examples above that the distinctive character of

a term is closely related to the products or services in relation to which
the term is used.

8
A general method for assessing the distinctive character of a mark is to
consider a consumer's reaction to a mark. The mark may only be
inherently registrable if the consumer has never encountered the mark
before. On the other hand, the mark is unlikely to be inherently
registrable if it informs her about any characteristic of the relevant
products or services (eg. whether they are delicious, large, spicy, black
or sweet, in the case of fruit). In any other case the mark may not be
registrable.

Therefore marks which identify or describe a product or service, or
which are in common use, or which are used as generally cannot be
registered as trademarks, and remain in the public domain for use by
anyone. For example, a generic term such as "apple", or descriptive
terms such as "red" or "j uicy" could not be registered in relation to
apples.

-

Primary consideration in the selection and use of trademarks should be
given to marks, which are inherently distinctive, as they possess the
strongest distinctive character and do not require evidence of use to
estab ish acquired distinctiveness. A fanciful, arbitrary, or suggestive
term can be inherently distinctive and registrable without proof of
acquired distinctiveness. Although these categories are most easily
applied in relation to trademarks comprising words, the same general
principles are applied in relation to all kinds of trademarks. For
example, a pine tree shape is descriptive when used on pine-scented
products.

(3) Acquired Distinctiveness

Although a trademark , which lacks distinctive character, is not prima
facie registrable, most jurisdictions will permit registration if the

trademark owner can demonstrate that the public exclusively associates

9

the mark with a particular commercial origin or source. In such cases,
the mark will be registrable on the basis that this association evidences
the distinctive character of the mark as a matter of fact.

If the association is proven the mark is said to exhibit or possess

"acquired distinctiveness" in the European Union and Commonwealth
jurisdictions such as Australia, Hong Kong and the United Kingdom,
and "secondary meaning" in the United States. 6 Whether a mark is
registrable on the basis of acquired distinctiveness is a question of
degree determined by the e tent to which the mark has been used in
the jurisdiction where registration is sought. In practice, trademark
owners rely on evidence of use (eg. sales figures and promotional
expenditure) and tools such as consumer surveys to show that
consumers chiefly associate an otherwise non-distinctive mark with the
trademark owner and its products or services.

-,....

l:=lt

(4) Signs Excluded from Registration
El.

Most jurisdictions totally exclude certain types of terms and symbols
from registration as trademarks, including the 9llblems, insignia and
flags of nations, certain organizations and the modem Olympic Games,
marks which are deceptive as to the origin of their associated products
or services (eg. as to their geographic origin), and marks comprising
signs which are contrary to accepted principles of morality (eg. marks
which are obscene)7.

6

About, Inc., A part of The New York Times Company, Acquired
Distinctiveness, in http://experts.abput.com/e/t/tr/Trademark.htm#hd9, Access date
June 28, 2006.
7
About, Inc., Apart of The New York Times Company, Signs Excluded from
Registration, in http://experts.about.com/e/t/tr/Trademark.htm#hd9, Access date June
28, 2006.
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2.1.2 Non-Traditional Trademark

A non-traditional trademark, also known as a non-conventional trademark, is
any new type of trademark which does not belong to a pre-existing, traditional
category of trademark, and which is often difficult to register, but which may
nevertheless fulfill the essential trademark function of uniquely identifying the
commercial origin of products or services .The term is broadly inclusive as it
encompasses marks which do not fall into the traditional set of marks (eg.
those consisting of letters, numerals, words, logos, pictures, symbols, or
combinations of one or more of these elements), and therefore includes marks
based on appearance, shape, sound, smell, taste and texture. Non-traditional
trademarks may therefore be visible signs (eg. colours, shapes, moving
images, holograms, positions), or non-visible signs (eg. sounds, scents, tastes,
textures).8

The use of trademarks in modem society is in a constant state of evolution. As
the businesses and technologies have developed, the producer try to find the
unique symbol or sign to promote or identify his goods or services. Thus, the
kinds of trademarks have expanded from traditional trademark such as word,
letter and device to non-traditional trademark such as shape of goods, smell
and hologram. As product marketing reaches new levels of sophostication,
such "non-traditional" marks are increasingly recognised and understood by
consumers.

In line with these trends, brand owners have in recent years increasingly
attempted to obtain registered trademark protection for "non-traditional"
marks. Applications for registration of colours or three-dimensional shapes
have in particular become increasingly common. However, the domestic laws
of each country have responded differently to the legal questions and
administrative demands posed by attempts to register "non-traditional" marks.
8

Thomas P. Arden, Protection of Nontraditional Marks,
in http://www.inta.org, Access date July 4, 2006.
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For example, while it is widely recognised that the primary function of a
trademark is to identify the origin or source of the goods or services in respect
of which it is registered, the domestic law of each country has differed in their
acceptance of the extent to which "non-traditional" marks can fulfil this
function. The domestic law of each country has also been inconsistent in their
approach to the need for "non-traditional" trademarks to be accurately
recorded and reproduced on trademark registers in order to maintain an
acceptable degree of legal certainly for third parties and have taken varying
stances on the question of whether brand owners should be put to prove of de
facto distinctiveness, acquired througb use, before applications for "non-

traditional" marks are allowed to proceed to registration.

2.1.3 Hologram

A hologram (pronounced HOL-o-gram) is a three-dimensioi;ial image, created
with photographic projection. A Hologram is just a three-dimensional picture
or image. It is not the same as three-dimensional shape. The term is taken
from the Greek words "holos"(whole) and "gramma"(message ). Unlike 3-D or
virtual reality on a two-dimensional computer display, a hologram is a truly
three-dimensional and :free-standing image that does not simulate spatial depth
or require a special viewing device. Theoretically, holograms could someday
be transmitted electron,ically to a special display device in your home and
business 9.

Holograms are most clearly used for anti-counterfeiting purposes. Businesses
always use them to distinguish their products from fakes. In recently year,
holograms have been increasingly used as trademarks to identify the source of
goods or services. In some countries, if a hologram mark is used to perform
the trademark function of uniquely identifying the commercial origin of
products or services, it can be registered as trademark.
9

TechTarget Network oflndustry-Specific IT Web Sites, Hologram,
in http://www.whatis.techtarget.com, Access date July 2, 2006.
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2.2 The Revolution of Hologram 10

Holography dates from 1947, when British/Hungarian scientist "Dennis Gabor"
developed the theory of holography while working to improve the resolution of an
electron microscope at the British Thomson-Houston Company in Rugby, England.
Gabor, who characterized his work as "an experiment in serendipity" that was "begun
too soon", coined the term hologram from the Greek words holos meaning "whole"
and gramma meaning "message".

In 1962, Emmett Leith and Juris

Upatnie~s

of the University of Michigan recognized

from their work in side-reading radar that holography could be used as a 3-D visual
medium. In 1962 they read Gabor's paper and "simply out of curiosity" decided to
duplicate Gabor's technique using the laser and an "off-axis" technique borrowed
from their work jn the development of side-reading radar. The result was the first
laser transmission hologram of 3-D objects (a toy train and bird). These transmission
holograms produced images with clarity and realistic depth but required laser light to
view the holographic image.
IEL.

In 1962, Dr. Yuri N. Denisyuk of the U.S.S.R. combined holography with 1908 Nobel
Laureate Gabriel Lippmann's work in natural color photography. Denisyuk's approach
produced a white-light reflection hologram, which, for the first time, could be viewed
in light from an ordinary incandescent light bulb.

A maJor advance in display holography occurred in 1968 when Dr. Stephen A.
Benton invented white-light transmission holography while researching holographic
television at Polaroid Research Laboratories. This type of hologram can be viewed in
ordinary white light creating a "rainbow" image from the seven colors, which make
up white light. The depth and brilliance of the image and its rainbow spectrum soon
attracted artists who adapted this technique to their work and brought holography
further into public awareness. This hologram is commonly seen today on credit cards
10

Holography Industry Co., History of Holography,
in http://www.holography.ru/histeng.htm, Access date July 10, 2006.
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as a security feature and on product packaging. Benton's invention is particularly
significant because it made possible the mass production of holograms using an
embossing technique . With this technique, developed by Michael Foster in 1974 and
brought to commercial viability by Steve McGreww in 1979, holographic information
is transferred from light sensitive glass plates to nickel embossing shims. The
holographic images are "printed" by stamping the interference pattern onto plastic.
The resulting hologram can be duplicated millions of times for a few cents apiece.
Consequently, embossed holograms are now being used by the publishing,
advertising, banking and security industries.

In 1983 MasterCard International, Inc. became the first to use hologram technology in
bankcard security. National Geographic magazine was the first major publication to
put a hologram on its cover. The March 1984 issue carried nearly 11 million
holograms throughout the world.

Another method for the mass-production of holograms "the photo polymer" was
developed by The Polaroid Corporation and, later, by Dupont. Unlike "embossed"
holograms (which are, in fact, transmission holograms with a mirror backing), the
photo polymer hologram is a reflection hologram that produces very bright images.
This type hologram has been used successfully in advertising direct mail, product
packaging and point-of-sale displays. It has also been used effectively as holographic
portraitures.

2.3 Use of Hologram

Many people are at risk everyday due to counterfeited products. Manufacturers spend
a lot of money to produce products and documents in the hopes that consumers will
buy them. Consumers on the other hand expect to get what they pay for.
Counterfeiters cost both manufacturers and consumers major losses. The magnitude
of the potential loss is staggering. Manufacturers are robbed of revenue while
consumers are robbed of quality products and performance guarantees.

14

Counterfeiters have existed since the earliest days of trade, but technology and a lack
of measures on the part of manufacturers has helped their numbers, and their profits
grow. Therefore, producers of currency, passports, driver's licenses, manufacturers of
brand name products, and other valuable products use holograms to devastate the
counterfeiting trade. 11

Hologram pictures integrate into the printing and packaging process seamlessly and
can be used by software manufacturers, passport producers, and car manufacturers,
creators of brand name products, credit card companies, CD producers, and telephone
card distributors. The possibilities are un imited. The hologram by itself can have
some degrees of protection. Therefore in the modem world it has become to be
perceived as a mandatory attribute of high-quality goods.

~

The use of the hologram with an image of an eagle on the cover of the journal
"National Geographic" has allowed receiving more 400,000 new subscribers, and the
reader's responses came more than 14 months. The holograms marked on each
MasterCard, promoted a significant diminution of false credit cards, with the help of
which the swindlers received more than 35,000,000 dollars per year.12

The hologram on the passport (identification document), certificate, driving license,
travel documents, insurance policy will prove their authenticity. Audio- and video
cartridge, books, disks, computer programs marked by the hologram, are easily
distinguishable from copies because of holograms are the certificate of the copyright.
The special holographic stickers will allow marking items, past tests on ecological,
electrical and other kinds of safety and having appropriate certificates.

Holograms are recognized worldwide as premier optical security and authentication
devices. They are known as diffractive optical variable image devices. Highly valued
11

Security Hologram, Inc., Why Security Hologram?,
in http://www.securityhologram.com/about.php, Access date July 10, 2006.
12
Holography Industry Co., Protection from a Fake,
in http://www.holography.by/index en.php?=article 3, Access date July 10, 2006.

15
for security, holograms can only be produced using specialized and technologically
advanced equipment. They cannot be replicated by standard printing techniques, color
copies, or by computer scanning equipment. Holograms will cause counterfeiters to
abandon their efforts to copy the product, which has hologram to guarantee and move
•

on to easier target.

13

Security holograms have become well-established in many industries and are
commonly found on a host of products, packages and valuable documents, including
passports, credit cards, stocks and bonds, gift certificates, coupons, licenses, tickets,
passes, identification and membership cards, clothing hang tags, computer software,
compact discs, watches and sporting goods.

2.4 The Protection of Hologram

Certain jurisdictions have recently begun to accept for registration trademark
applications for marks consisting of moving images or hologram. For example, the
Australian Trademarks registry has gone further, accepting for registration a mark
consisting of " a visual representation" of a particular character "in static pose or in
animation'', without limitation of the mark to the particular poses shown in the
pictures of the character supplied as part of the application for registration.

Similarly, the French Institute National de la Propriete Industrielle has accepted
holograms for registration. Other jurisdictions have, however, rejected the proposition
that holograms should be capable of registration as trademarks on the basis that they
change colour and shape depending upon the way in which they are viewed.

After we have discussed about the revolution and the protection of non-traditional
trademark and hologram in details, in the next Chapter, there will be the discussion on
the concerning laws exists in the international standard of practice found m
international plane and the concerning laws of other countries besides Thailand.

13

Ibid.

Chapter 3
The Protection of Hologram under International and Foreign Laws
3.1 Paris Convention for the Protection of Industrial Property (1967)

The roots of the World Intellectual Property Organization go back to 1883, when
Johannes Brahms was composing his Third Symphony in 1883, Robert Louis
Stevenson was writing Treasure Island in 1881, and John and Emily Roehling were
completing construction of New York's Brooklyn Bridge in 1883. The need for
international protection of intellectual property became evident when foreign
exhibitors refused to attend the Intellectual Exhibition of Inventions in Vienna in 1873
because they were afraid their ideas would be stolen and exploited commercially in
other countries. 1

The Paris Convention for the Protection of Industrial Property, signed in Paris,
France, on March 20, 1883, is an important and one of the first intellectual property
treaties. The first major international treaty designed to help the people of one country
obtain protection in other countries for their intellectual creations in the form of
industrial property rights, known as:
•

Inventions (patent)

•

Trademarks

•

Industrial designs

Ncn
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The Paris Convention applies to the protection of industrial property, which includes
•

Patents

•

Utility models

•

Industrial designs

2

:

Word Intellectual Property Organization, WIPO Treaties-General
Information, in http://www.wipo.org/clea/docs/en/wo/wo020en.htm, Access date
September 2, 2006.
2
Paris Convention for the Protection oflndustrial Property (1967).
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•

Trademarks, service marks and trade names

•

Indications of source of appellations of origin

•

Repression of unfair competition

Paris Convention consists of 19 articles. Article 6 quinquies provides about the
Protection of Marks Registered in One Country of the Union in the Other Countries of
the Union.

Paris Convention Article 6 quinquies paragraph B:
"Trademarks covered by this Article may be neither denied registration nor
invalidated except in the following cases:
1. When they are of such a nature as to infringe rights acquired by third
parties in the country where protection is claimed.
2. When they are devoid of any distinctive character, or consist exclusively
of signs or indications which may serve, in trade, to designate the kind,
quality quantity, intended purpose, value, place of origin of the goods, or
the time of production, or have become customary in the current language
or in the bona fide and established practices of the trade of the country
where protection is claimed.
3. When they are contrary to morality or public order and, in particular, of
such a nature as to deceive the public. It is understood that a mark may not
be considered contrary to public ordei: for the sole reason that it does not
conform to a provision of the legislation on marks, except if such
provision itself relates to public order".

Article 6 quinquies paragraph B of the Paris Convention provides that trademarks
may be denied registration or invalidated when they infringe rights acquired by third
parties or are devoid of any distinctive character or contrary to morality or public
order. Any mark except the mark under Article 6 quinquies B (1)-(3) can be registered
as a trademark. Therefore, hologram mark can be registered as trademark if it has
distinctive character.
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3.2

The United States of America

This part will discuss about the protection of trademarks and the registration of
hologram mark in the United States.

3.2.1

The Protection of Trademarks in the United States of America

The marking of commercial products goes back thousands of years when
symbols were placed on certain goods to identify the source. Initially and for
many years, the devices used as trademarks were pictures, designs, or trade
symbols since most purchasers were illiterate. 3

A useful place to start the exploration of the objectives of trademark law is to
look at'the original purpose of guild members during the medieval period who
affixed the mark of their guild to goods they sold. The mark was used to
identify the goods as the product of a particular craftsman or group of
craftsmen. The original function of trademark was simply to indicate the
origin of goods, by identifying the craftsmen who produce them. The first
Trademark law were enacted by Congress in 1870 and 1876. Those first
federal statutes were declared unconstitutional in 1879 by the Supreme Court.

United States v. Steffens (1879) (The trademark cases). The court held that
Congress had no power to regulate purely state matters such as trademark
rights. In response to these cases, Congress passed statutes in 1881 and 1905
solely addressing interstate use of trademarks. In 1946 Congress passed the
most recent substantial revision of federal trademark legislation, the Lanham
Act. 4

3

William H. Francis and Robert C. Collins, Cases and Material on Patent Law
Including Trade Secrets-Copyrights-Trademarks, 4th ed., (The United States of
America: West, 1995), p.935.
4
Arthur R. Miller, Intellectual Property Patents, Trademarks, and Copyright in
a Nutshell, 2nct ed., (The United States of America: West, 1990), pp.146-149.
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Now, Trademark law in the United States is governed by the Trademark Act
of 1946, also known as the Lanham Act (15 U.S.C.) 5 . The Lanham Act
protects trademarks used in commerce and registered with the Patent and
Trademark Office. This Act gives trademark users exclusive rights to their
marks, thereby protecting the time and money invested in the identification of
goods and services 6 .

The Lanham Act defines trademarks as including any word, name, symbol, or
device, or any combination thereof that a person uses or intends to use in
commerce and applies to register on the principal register, to identify and
distinguish his or her goods from those made or sold by another and to
indicate the source of goods, even if that source is uhknown 7 .

Thus, distinctiveness is required for trademarks. Without distinctiveness,
rather based on the inherent nature of the mark or developed by the owner
through marketing, trademark rights fail. Naturally, a trademark must be
distinctive because its functions are to identify the origin of goods and avoid
confusion, deception or mistake. Non-distinctive marks are not available until
they become distinctive. 8

CrT

Trademark protection in the United States was eserved for marks that are
easily perceived as source identifiers, such as words, names, logos, and
graphic symbols. However, gradually, the United States has extended
trademark protection to other categories of marks that are not so easily
perceived as source identifiers, which are known as non-traditional
trademarks, such as product configurations, colors, sounds, scents, motions,
and holograms.
5

Ibid.
Edward C. Vandeburgh, Trademark Law and Procedure (New York: The
Bobbs-Merrill, 1981 ), p.57.
7
The Lanham Act, Section 45 (15 U.S.C. § 1127).
8
Miller, op. cit., p.57.
6
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Traditionally, trademark rights have depended on prior use, but since 1988 a
party with a genuine intent to use a mark may apply for trademark registration.
The applicant must intend to use the mark in commerce and must intend to do
so in order to sell a product, not merely to reserve rights for future use.

The term "use in commerce" means the bona fide use of a mark in the
ordinary course of trade, and not made merely to reserve a right in a mark.

For purpose of The Lanham Act, a mark shall be deemed to be in use in
commerce on goods when it is placed in any manner on the goods or their
containers or the displays associated therewith or on the tags or labels affixed
thereto, or if the nature of the goods makes such placement impracticable, then
on documents associated with the goods or their sale, and the goods are sold or
transported in commerce. A mark shall be deemed to be in use in commerce
on service when it is used or displayed in the sale or advertising of service and
the services are rendered in commerce, or the services are rendered in more
than one State or in the United States and a foreign country and the person
rendering the services is engaged in commerce in connection with the
•

9

services.

LA

err

In a decision by Judge Friendly, Abercrombie & F itch Co. v. Hunting World,
Inc. (1976), he distinguished four categories of marks. They are generic,
descriptive, suggestive, arbitrary and fanciful. 10

A "generic name" is the common name for a product and will never be
considered a trademark. Shoe, ball, and hat are all generic product names.
Some marks that do not begin as generic may later become generic if the
public adopts the mark as the general name for that product. Examples of
marks that were not originally generic but later became so are cellophane and

9

The Lanham Act, Section 45 (15 U.S.C. § 1127).
Miller, op. cit., pp.166-169.

10

21

aspirin. Generic marks are not strong because they are not distinctive. To give
trademark status to the generic or common name of a product would prevent
all other manufacturers of the product from identifying it. To prevent that from
occurring, granting trademark status to the generic name of a product is
prohibited.

A "descriptive term" tells the consumer something about the product and may
only become a trademark after it has acquired secondary meaning. This occurs
after a period of time during which the term's association with that product is
exclusive. This acquisition of secondary meaning is sufficient to make a mark
distinct, meaning that in the eyes of consumers it has come to represent that
products bearing the mark come from a particular source.

A "suggestive term'', rather than describing the product, merely makes a subtle
suggestion about the type of product and its qualities. It requires consumers to
use their imaginations to make the intellectual jump between the suggestion
and the actual product. For those reasons, if the term is suggestive, it is
entitled to registration without proof of secondary meaning. Thus, it can be a
trademark immediately upon use. Examples of suggestive marks are Orange
Crush (orange-flavored soft drink), Playboy (sexually oriented magazine for
men), and Ivory (white soap).
:E1969
The strongest marks are arbitrary and fanciful marks, which need not acquire
secondary meaning. They are strong because they bear little or no relationship
to the products with which they are affiliated, and thus their use is not unfair to
others trying to compete in the marketplace with similar products. "Arbitrary
marks" are common words used in an uncommon way and are used in
connection with the goods in a way that does not describe the goods or suggest
anything about them. Examples include Camels in reference to cigarettes and
Dial as the name of a brand of soap. "Fanciful words'', on the other hand, are
invented and (at least at the time they are first applied to the goods) have no

22
dictionary meamng. Examples of fanciful marks are Kodak, Exxon, and
Rolex.

These considerations force a producer to select or create a symbol or name for
its product that is suitable for trademark protection. A producer labors to
create a good name for a product, and a protected trademark prevents
competitors from unfairly capitalizing on the reputation of that name. When
trying to decide what mark is appropriate, the potential trademark owner
should keep in mind a fundamental rule of trademark selection: in most
situations, one will not be allowed to use a trademark that another entity
already uses.

Trademarks may apply with either the principal register or supplemental
register of the Patent and Trademark Office 11 . The principal register is for
arbitrary, fanciful, suggestive, or descriptive marks that have acquired
secondary meaning or distinctiveness. The supplemental register is for
descriptive terms capable of acquiring secondary meaning 12 • Once a mark
establishes secondary meaning, it can be transferred to the principal register.

Registration with the principal register is preferable to supplemental
registration for many reasons Principal registration is proof that the mark is
valid, registered, and the intellectual property of the registrant, which has
exclusive rights to use the mark in commerce 13 . Further, a registered mark is
presumed to have been in continuous use since the application filing date.
After five years of continuous use, a registered mark may not be contested.
Registration with the principal register means that a potential infringer will be
considered to know about the registrant's claim of trademark ownership. The
owner of a mark registered with the principal register has the right to bring suit

11
12
13

The Lanham Act, Section 23 (15 U.S.C. § 1091).
The Lanham Act, Section 27 (15 U.S.C. § 1095).
The Lanham Act, Section 33 (15 U.S.C. § 1115).
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in federal court. Those who counterfeit registered marks face criminal and
civil penalties. The owner of a trademark that registers with the principal
register and deposits the registration with the U.S. Customs Service can
prevent goods bearing infringing marks from being imported 14 .

A mark on the supplemental register may become a trademark, but its status as
such has not yet been determined. For this reason, the presumption created by
registration with the principal register, that the registrant can be the only valid
owner, does not apply to supplemental registration 15 •

Trademark which may be distinguished goods or services of the applicant
from the goods or services of others can be registered on the principal register
unless it consists of the following elements 16 :

(a) Consists of immoral or deceptive matter or matter which may
disparage or falsely suggest a connection with persons, living or
dead, institutions, beliefs, or national symbols.
(15 Consists of the flag or coat of arms or other insignia of the United
States, or of any State or municipality, or of any foreign nation, or
any simulation thereof.
(c) Consists of a name, pmtrait, or signature identifying a particular
living individual except bynis written consent.
(d) Consists of a mark, which similar to a mark registered in the Patent
and Trademark Office, when used on or in connection with the
goods of the applicant, to cause confusion, or to cause mistake, or
to deceive.
(e) Consists of a mark which:

14

The Lanham Act, Section 42 (15 U.S.C. § 1124).
The Lanham Act, Section 26 (15 U.S.C. § 1094).
16
The Lanham Act, Section 2 (15 U.S.C. § 1052).
15
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(1) When used on or m connection with the goods of the
applicant

IS

merely

descriptive

or

deceptively

misdescriptive of them;
(2) When used on or in connection with the goods of the
applicant is primarily geographically descriptive of them,
except as indications of regional origin may be registrable;
(3) When used on or in connection with the goods of the
applicant

IS

primarily

geographically

deceptively

misdescriptive of them;
(4) Is primarily merely a surname, or
(5) Comprises any matter that, as a whole is functional.

(f) Except as expressly excluded in subsections (a), (b), (c), (d), (e)(3),
and (e)(5) above, nothing herein shall prevent the registration of a
mark used by the applicant which has become distinctive of the
applicant's goods or services in commerce.

3.2.2

.....

The Requirement for Registration of Hologram Mark in

the

United States of America
err

The Lanham Act defines trademarks as including any symbol and the US
Patent and Trademark Office, as well as the courts have interpreted the term
"symbol" in order to allow registration both traditional marks and nontraditional marks such as sound, color and hologram marks 17 •

Non-traditional marks must overcome several hurdles in order to succeed in
obtaining U.S. federal registration under Trademark law. The trademark Board
has noted that an application of hologram mark must be careful to properly

17

For example U.S . Reg. No. 2710652 (hologram used in connection with
baseball trading cards), U.S. Reg. No. 2730207 (holographic paper that reflects a
spectrum of color in a pattern of oblique, parallel lines)
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limit the description of the mark to the context in which protection is being
sought 18 .

In the Upper Deck Co., No. 75/064,130,2001, The Upper Deck Company filed
an application to register the mark for trading cards. The description of the
mark identified the marks as a hologram device, in any size, shape, content or
position on trading card. The registration was refused under section 1 of The
Lanham Act (15 U.S.C. § 1051) on the ground that a trademark application
may only seek to register a single mark. The Trademark Board rejected
applicant's argument that the only device for which registration is sought is
the presence of a hologram. The court reasoned that the description failed to
provide the public with sufficient notice of what elements make up the mark.
The other reason for refusal to register was under section 1, 2, and 45 of The
Lanham Act (15 U. S.C. § 1051, 1052, and 1127) on the ground that the matter
sought to be registered or the proposed mark does not function as a trademark,
in that it neither identifies nor distinguishes the goods of applicant from those
of others nor serves to indicate the source thereof.

Applicants seeking to register hologram marks may chose to register their
marks under 15 U.S.C. § 1052 (t) (section 2 (t) o The Lanham Act) by
showing acquired distinctiveness. An applicant may face a unique hurdle in
the context of claiming acquired distinctiveness for holograms. In The Upper
Deck Co., the Trademark Trial and Appeal Board denied registration for a
holographic image used in connection with trading cards because many
companies often use holograms on credit cards, CDs, apparel, and tickets as
techniques of anti-counterfeiting. The court concluded that consumers are
more likely to know the hologram as a protection device rather than as a
source indicator for the cards. The Board found that the applicant's evidence
of acquired distinctiveness, including extensive advertising, unsolicited
customer testimonials, and expect opinion, was insufficient to overcome this
18

Jn re The Upper Deck Co., No. 75/064,130,2001 TTAB Lexis 206
(T.T.A.B. February 14,2001)
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burden. However, a court may be less concerned with the public' s tendency to
know holograms as anti-counterfeiting devices where the hologram is located
on things other than cards.

According to the Upper Deck Co., Examining Attorneys are instructed to
refuse an application for registration of a hologram if the applicant does not
provide evidence of consumer recognition of the hologram as a mark. The
applicant seeking registration of any holograms that show two different
images on the grounds that the application is seeking protection for two
separate marks. Further, the appl ication must include detailed written
description of the mark

In an applica'tion for registration hologram mark, the applicant must be careful
to describe that what can be perceived in such mark. For example, "The mark
consists of stylized wording, a graphic design and a hol0gram. The graphic
symbol comprises a square that contains a central square and is characterized
by fanciful half moons that represent fabric in the process of weaving with
curved lines converging toward the center from all four sides, such lines
representing the yarns; the elements forming the symbol are presented in
alternating colors of dark moss, dove gray and pale dove gray; beneath the
symbol appears the wording "TESSUTO FILO DI SCOZIA ALTA
QUALITA" in fanciful arrangement with the initial letter "S" of the word
"SCOZIA" more dominant and placed in a central position, beneath which is
the wording "FABRIC MADE IN ITALY" in gold block letters; below the
wording appears a circular hologram characterized by a three-dimensional
effect with the wording "MADE IN ITALY" in block capital letters
superimposed over a representation of the graphic symbol yarn logo displayed
at the top of the label, the entirety of the design being arranged on the
substantially rectangular background with rounded comers having a narrow
pale dove gray border, the interior of the rectangle comprising a geometric
fantasy background consisting of vertical, horizontal and diagonal lines of pale
gray color with pale yellow background and the border wording commencing
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clockwise CERTIFICATE OF GURANTEE, GARANTIEZERTIFIKAT,
CERTIFICAT DE GARANTIE, CERTIFICADO DE GARANTIA, Chinese
meaning Certificate of Guarantee and GARANTIEBEWIJS". 19

3.3

The United Kingdom

This part will discuss about the protection and the registration of hologram mark in
the United Kingdom

3.3.1

The Protection of Trademarks in the United Kingdom

It was only in the nineteenth century that the idea evolved that a mark which

has become distinctive of a particular trader's goods, and so attracted valuable
goodwill, may be considered as a type of property, now described as
"intellectual property". In the middle of that century there also developed the
right to take action in the courts against infringement of a trademark, even
where there was no intention to deceive on the part of the infringer. The
usefulne ss of such an action was, however, limited by the need for a trader to

*

prove that the mark concerned was in fact capable of distinguishing his goods,
and that it belonged to him.

0

A

The Trade Marks Registration Act of 18v5 set out to overcome these
difficulties by establishing a legal register of marks and the first Trade Marks
Registry in the world, which opened in London in 1876. An entry in the
register of a word or device, i.e. a logo or picture, establishes that it is a
trademark and also who owns it. The registration gives the owner the
exclusive right to use the trademark, and the right to prevent unauthorised use

19

U.S. Reg. No. 2910381
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through a legal action for infringement. Further major legislation on
trademarks was enacted in 1883, 1905, and 1938 20 .

Despite amendments to the 1938 Act by the Trade Marks (Amendment) Act
1984 (which introduced the registration of service marks), the Patents, Designs
and Trade Marks Act 1986, and the Copyright, Designs and Patents Act 1988
(which made the forgery of a trademark a criminal offence), the law was
largely unchanged until 1994.

The Trade Marks Act 193 8 Section 68(1) defined a "mark" as "a device,
brand, heading, label, ticket, name, signature, word, letter, numeral or any
combinaticrn thereof'. This definition was fairly restrictive as only the marks
above can be a trademark. 21 This Act reflected a view of the function of a
trademark solely as indicator of origin. The definition of trademark in this Act
reflect the important purpose of the legislature of ensuring that the public was
not misled as to the source of the goods. One of the important elements or
characteristics a trademark had to possess was to indicate a connection in the
course of trade between the goods and a person having the right either as
proprietor or as registered user. Section 68 of the 1938 Act defined trademark
as "a mark used or purposed to be used in relation to goods for the purpose of
indicating, or so as to indicate., a connection in the course of trade between the
goods and some person having the right either as proprietor or registered user
to use the mark, whether with or without any indication of the identity of that
person". It was important that a mark was used or intended to be used with
goods. 22

20

David I. Brainbridge, Intellectual Property, 5th ed. (Malaysia: Pearson
Longman, 2002), p.535.
21
Ibid, p.536.
22
Joanna R. Jeremiah, Merchandising Intellectual Property Rights (The
United Kingdom: Wiley, 1997), p.170.
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Under the Trade Marks Act 1994, which is the current law, there has been a
shift in the perceived purpose of marks from being mere indicaters of origin to
being valuable property rights in themselves. Under the 1994 Act, a trademark
function in the marketplace as a visual representation of the goods or services
for which they are registered. The Act further recognises that trademark
owners have a vested interest in protecting the value of their marks. 23

The definition of trademark in Section 1(1) of the 1994 Act is widely opened.
It defines trademark as any sign capable of being represented graphically,
which can distinguish the goods and services of one trader from another
trader. Signs may include words, logos, pictures, scent, a sound, a color,
hologram, or a shape. Action signs, such as a rotating device, are also
registrable. Basically, a trademark is a mark of origin, used so that customers
can recognize the product of a particular trader.

To summarize, there are 3 elements of trademark:
l. It must be a sign.

2. It must be capable of being graphically represented.
3. It must be capable of distinguishing goods or services of one undertaking

from those of other undertaking.

*

Protection in the United Kingdom is obtained in accordance with the Registered Trade
Marks Act 1994. After filing an application under these procedures, examination
generally takes place relatively quickly and there is then no further registration fee to
pay. In order to maintain the registration, renewal fees are required every ten years. A
registered trademark is a property right obtained by the registration of the trademark
under the Trade Marks Act 1994 and the proprietor of a registered trademark has the
rights and remedies provided by the Act 24 .

23
24

Ibid, pp.171-172.
UK Trade Marks Act 1994, Section 2.
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To be accepted for registration, a trademark must be:
1. Distinctive for the goods or services, which applied to register for.

2. Not deceptive, or contrary to law or morality.
3. Not similar or identical to any earlier marks for the same or similar goods
or services.

To obtain a registration the trademark must be distinctive. Signs that other business
would ordinarily want to use themselves cannot be registered, such as "Best in the
Business", "Finest Quality", or "Fastest Service". Also, marks that are too close to
other marks already used or registered cannot be registered.

Distinctive means adapted, in relation to the goods in respect of which a trademark is
registered or proposed to be registered, to distinguish goods with which the proprietor
of the trademark is or may be connected in the course of trade from goods in the case
of which no such connection subsists, either generally or, where the trademark is
registered or proposed to be registered subject to limitations, in relation to use within
the extent of the registration25 .
fl IEL.

In determining whether a trademark is adapted to distinguish the goods from one
another or not, the court may have regard to the extent both the trademark is
inherently adapted to distinguish the goods from one another (distinctive by its nature)
and by reason of the use of the trademark or of any other circumstances, the
trademark is in fact adapted to distinguish the goods from other (distinctive by the
use, which is shown by evidence)2 6 .

Both inherent and de facto distinctiveness must be considered that in any case where a
mark sought to be registered is considered to lack enough inherent distinctiveness to

25

26

UK Trade Marks Act 1938, Section 9(2).
UK Trade Marks Act 1938, Section 9(3).
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justify registration by itself, evidence of distinctiveness in fact needs to be provided.
Traditionally, this has been done by evidence from people in the trade. 27

In the United Kingdom, some trademark is unregistrable. According to the UK Trade
Mark Act 1994, a trademark must not be 28 :
1. Devoid of any distinctive character.
2. Descriptive of the goods or services.
3. Generic (common name or ordinary used for the goods or services).

However, a trademark will not be uefused registration on the first two grounds above
if, by the date of filing, ·t has acquired distinctive character as a result of the use made
of it.

Further, the use 0f a trademark should not, for the mark to qualify for protection 29 :
•

Be deceptive or contrary to public policy.

•

Be prohibited by UK or EU legislation.

•

Consists of or contain certain protected emblems.

•

Be in bad faith.

An application may also be refused if it conflicts with the rights of other traders.
Specifically, a particular goods or services where 30 :
1. It is identica1 to an earlier mark protected in relation to identical goods or
services.
2. There exists a likelihood of confusion on the part of the public because it is
identical to an earlier mark protected in relation to similar goods or
services, or because it is similar to an earlier mark protected in relation to
identical or similar goods or services.

27

T.A. Blanco White and Robin Jacob, Kerly's Law of Trade Marks and
Trade Names, l2 1h ed. (London: Sweet & Maxwell, 1986), p.100.
28
UK Trade Marks Act 1994, Section 3(1 ).
29
UK Trade Marks Act 1994, Section 3(3)-(6).
30
UK Trade Marks Act 1994, Section 5.
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3. An earlier mark has a reputation in the United Kingdom and the mark
applied for is identical or similar to that earlier mark. Registration will be
refused to the extent that use of the later mark without due cause would
take unfair advantage of, or be detrimental to, the distinctive character or
repute of the earlier mark.
4. The existence of other earlier rights, such as an unregistered trademark, a
design or a copyright, may prevent registration.

The legislation has made a provision for the registration of marks that conflict with
earlier rights if there is honest concurre t use or where there is consent of the owner
of the earlier right. Registration under honest concurrent user prov1s10ns 1s
complicated if the owner of the earlier right opposes the application.

Prohibited marks include 31 :

1. Trademarks that are identical to, or imitate, the arms, flags and other
emblems, names, abbreviated names or initials of an international
organization, as provided for under Article 6ter of the Paris Convention for
the

rotection of Industrial Property, unless authorized, The following

names, words, abbreviation and symbols are prohibited from registration:
•

Re~ Cross

•

Red crescent

•

Olympic rings symbols

•

United Nations Educational, Scientific and Cultural Organization (and

0

A

its acronym UNESCO)
•

North Atlantic Treaty Organization (and its acronym NATO)

•

United Nations

2. Trademarks that are identical to, or imitate, the arms, flags and other
emblems, names, abbreviated names or initials of any state, unless
authorized. The following are prohibited from registration:
•
31

Names of countries

UK Trade Marks Act 1994, Section 4.
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•

Flags of countries and local administrative regions

•

Representation of heads of state

•

National arms

•

Crests

•

Official seals

3. Any other official sign or hallmark of any state, unless authorized. Words
such as "patent", "patented", "registered", "registered design" and
"copyright" are prohibited from registration.

3.3.2

The Registration of Hologram Mark in the United Kingdom

The Trade Marks Act 1938 Section 68 defined a

"mar~"

as a device, brand,

heading, label, ticket, name, signature, word, letter, numeral or any
combination thereof'. According to this definition of mark, the mark was
restricted. It was not to cover all signs as a mark including hologram mark.
Therefore, the Trade Marks Act 1994 Section 1(1) expand the definition of
trademark as "any sign capable being represented graphically which is capable
of distinguishing goods or services of one undertaking from those of other
undertakings. A trademark may, in particular, consist of words (including
personal names), designs, letters, numerals, or shape of goods or their
packaging". The definition of trademark under the 1994 Act is very wide and
states that any sign, which is capable of being graphically represented and is
capable of distinguishing goods and services, qualifies to be registered as a
trademark. Graphical representation is purely a technical requirement for
.

.

reg1strat1on purposes.
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The Trade Marks Act 1994 heralded the possibility of registering all manner
of marks that would certainly not have been registrable before. There was
much speculation and excitement surrounding the possibility of registering
three-dimensional marks, containers, hologram marks, sound, and even smells.
32

Jeremiah, op. cit., p. 177.
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After the amendment, a few interesting examples can be found. Applications
were submitted on 31 October 1994 to register the Coca-Cola bottle as a
trademark. Other registered trademarks include container marks such as the
Chanel perfume bottle (No. 2001783) and the Domestos bottle including
wording on the bottle (No. 2149830). There are a number of sound marks
including "The sound of a dog barking" 33 .

A hologram trademark is a non-traditional trademark where hologram is used
to perform the trademark function uniquely identifying the commercial origin
of products or services.34 fi..s the amendment, the hologram marks can be
registered as trademark under the Trade Marks Act 1994 if a hologram
func tions to identify a product or service and distinguish it from other products
or services, in such circumstances there seems no reason why it should not be
afforded trademark protection, including registration.

The UK Registry is more likely to reject an application for non-traditional
mark on the basis that it is devoid of distinctive character than one of a word
or device, as it is recognized that consumers often need to be educated to view
non-traditional marks as trademarks. Therefore, it is very ofte n necessary to
show acquired distinctiveness before non-traditional marks such as hologram
marks can be registered. S N C E
1
19 6 9
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Bainbridge, op. cit., p. 549.
Dr. Rolf Sieckmann, Holograms-The Next Generation of Trademarks? (IP
Review Online, 2006), p.1 , in http://www.cpaglobal.com/ip-review- online/widgets/
news story/more/1117, Access date June 5, 2006.
34

Chapter 4
The Problems Related to the Protection of Hologram Mark
in Thailand
A trademark is conventionally a distinctive sign of some kind, whether that sign
comprises a name, word, phrase, logo, symbol or a combination of one or more of these
elements. A trademark is used by a business to identify itself and its products or services
to consumers, and to set itself and its products or services apart from other businesses.

There are a few important functions of a trademark 1:
•

Identify: to identify one seller's goods from others.

•

Distinguish: to distinguish one merchant's goods from others.

•

Source of origin: to indicate the source of origin of goods.

•

Quality: to indicate that all goods bearing the particular trademark are of a
particular quality desired by the customers.

•

Advertise: to advertise and promote in selling the goods.

The essential function of a trademark is to uniquely identify the commercial source or
origin of products or services, such that a trademark, properly called, is used to "indicate
source" or act as a "badge of origin". The function of a trademark is to give an indication
to the purchaser or possible purchaser as to the manufacture or quality of the goods, to
give an indication to his eye of the trade source from which the goods came. It tells the
person who is about to buy, or considering whether he shall buy, that what is presented to

him is either what he has known before under the similar name as coming from a source
with which he is acquainted, or that it is what he has heard before as coming from that
similar source. Trademark symbols provide powerful source-identifying cues that allow
the public to make value judgments about the quality of certain goods before they sample
them. For example, when you see the distinctive shape of a bottle of "Coca-Cola" you
know, without having to read the label, what is in inside.
1

Lloyd J. Jassin, Function of Trademark. In http://www.copylaw.com, Access
date August 15, 2006.
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One of the public policy objectives given for trademark law is consumer protection, that
is, to prevent the public from being misled as to the origin or quality of a product or
service. By identifying the source of goods or services, trademarks help consumers to
identify their expected quality and assist in identifying goods and services that meet the
individual consumer's expectations.

Not all marks can function as trademarks and there are certain restrictions on the extent to
which exclusive rights can be established or maintained in relation to trademarks. For
example, marks which identify or describe a product or service, or which are in common
use, or which are used as geographical indicators, must remain available for use to
anyone. For this reason, a generic term such as "coffee" or descriptive term such as
"black" generally could not be registered in relation to coffee.

Any sign, which is capable of performing the essential trademark. function and is not
prohibited by law, may qualify as a trademark. The trademark concept extends to include
non-traditional sign such as shapes of goods, sounds, smells, moving images, and taste.

A sign is generally defined as something that stands for something else, to someone in

.

some capacity2. Signs are not just words, but also include images, scents, tastes, sounds
essentially all of the ways in which information can be processed into a codified form and
communicated as a message by any sentient, reasoning mind to another. Thus, hologram,
which means a three-dimensional and freestanding image created with photographic
projection is one kind of sign because it can stand for goods or services and the public can
know and understand that goods or services bearing those hologram mark are different
from other. If hologram mark can perform the essential trademark function and is not
prohibited by law, it can be registered as trademark in many countries such as the United
States of America.

2

Marcel Danesi and Paul Perron, Analyzing Cultures,
in http://www.babylon.com/definition/signifier/English?uil=English, Access date July 20,
2006.
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4.1 Analysis the Definition of Mark and Trademark under Trademark Act B.E.
2534 Section 4

Thai trademark law provides the definition of trademark in Trademark Act B.E. 2534
section 4 that, "trademark means a mark used or proposed to be used on or in connection
with goods to distinguish the goods with which the trademark of the owner of such
trademark is used from goods under another person's trademark".

According to the meaning of trademark, a trademark must consists of 3 elements:
1. It must be a mark.
2. Used or proposed to be used on or in connection with goods.
3. To distinguish the goods bearing those trademarks are different from goods
under another person's trademark.

Under this section, the thing that can be a trademark is a mark. If it is not a mark, it cannot
be a trademark. Trademark Act B.E. 2534 section 4 provides the definition of "mark as a
photograph, drawing, device, brand, name, word, letter, manual, signature, combinations
of colors, shape or configuration of an object or any one or combination thereof'. This
section specify that what is a mark, so trademark that can be registered must be a mark
under this section, other mark cannot be registered as trademark even if it can be used to
distinguish the goods of one trader from the other.

Now trademark have been increasingly used in the marketplace. Certain types of nontraditional trademarks have become more widely accepted in recent times as a result of
legislative changes, which expand the definition of "trademark" such as United Kingdom.
Such developments are the result of international treaties dealing with intellectual
property, such as the Agreement on Trade-Related Aspects of Intellectual Property Rights
(TRIPs), which sets down a standard of trademark's definition by using the word "any
sign"3 in order to cover all mark including non-traditional marks such as scent, sound, and
3

TRIPS Article 15 "Any sign, or any combination of signs, capable of
distinguishing the goods or services of one undertaking from those of other
undertakings, shall be capable of constituting a trademark ... "
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hologram mark. Some countries comply with Paris Convention that if trademark is
4

distinctive, it shall not be denied

.

Under Thai law, some kind of non-traditional marks have been accepted as trademark
such as combination of colors, shape of goods, and configuration of an object, but the
other marks except marks under Section 4 of Trademark Act B.E. 2534 are not accepted
as trademark under Thai law such as scent, sound, and hologram mark. Non-traditional
mark, which is not protected by law but has qualification as trademark, will be easily
infringed and the owner of such mark cannot do anything because law does not protect
that mark. This problem occurs because Thai law s ecifies that just a photograph,
drawing, device, brand, name, word, letter, manual, signature, combinations of colors,
shape or configuration of an object or any one or combination thereof can be a trademark,
the other marks cannot be trademark. Thus the law should be widely opened to accept any
sign, which can perform the function of trademark, could be protected as trademark under
trademark law.

-

'J='

The hologram has better qualification than ordinary mark or other visual sign. Thus, it can
perform function as trademark better as well. If one picture, combination of colors or any
sign that can be the Mark under Section 4 can distinct the product, the hologram mark
which can be seen in.various ways can be distinct the product or origin of the product too. 5

4.2 Analysis the Registration of Hologram Mark as Trademark under Trademark
Act B.E. 2534

The Protection of trademark under Thai Trademark law uses the registration system.
Applications for trademark registration shall comply with the rules and procedures
prescribed in the Ministerial Regulation. 6 A trademark application must be complete on

4

Paris Convention for the Protection of Industrial Property (1967), Article 6
quinquies paragraph B.
5
In-depth interview. Mr. Y anyong Puang-ratch. Deputy Secretary-General,
Ministry of Commerce. On November 16, 2006.
6
Thai Trademark Act B.E. 2534, Section 11.
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the official form, which 1s designated by the Director-General of the Department of
Intellectual Property. 7

To register the marks, the marks have to perform the qualification of a trademark. Under
Trademark Act B.E. 2534, the law sets the qualification of trademark, which can be
registered as 8 :
1. Having distinctive characteristic.
2. Do not have characteristic disqualified under Trademark Act.
3. Not identical or confusingly similar to trademarks, which have already been
registered by other.

According to the qualification of trademark, trademark mus have distinctive character9
that enables the public or users of such goods to know and understand that goods bearing
those trademarks are different from other goods. Due to the main function of trademark is
to indicate source of origin of goods, if the law accept the trademark, which do not have
distinctive character such as generic mark (the common name or ordinary used with
goods) to be registered as trademark, it is unfair for the other trader because such mark is
the common name, which ordinary used with the goods. It is the public property, which
everybody has the right to use.

err

•

A hologram mark is a one kind of sign, which can be used with goods or services in order
to distinguish goods or services bearing such mark are different from others. Under
Trademark Act B.E. 2534, hologram mark cannot be a trademark because it is not a mark
under the meaning of mark in Section 4 of the Trademark Act B.E. 2534. The registration
of hologram mark as trademark is accepted in several other countries including the United
Kingdom and the United states. Under the United Kingdom Trade Mark law, a hologram
trademark is non-traditional trademark where hologram is used to perform the trademark
function of uniquely identifying the commercial origin of products or services and non7

Arthur Wineburg, Intellectual Property Protection in Asia (the United States
of America: Butterworths, 1991 ), pp. 10-14.
8
The Trademark Act B.E. 2534, Section 6.
9
Thai Trademark Act B.E. 2534, section 7.
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traditional trademarks have traditionally been treated with caution in the United Kingdom
although there is no general rule. 10 Hologram marks must overcome the provisions of
Trade Marks Act 1994 Section 3(1)(a) and (b). Similarly to the United States Trademark
law, the courts have interpreted the term of "symbol" in Section 45 of the Lanham Act
(15 U.S.C.A. 1127) in order to allow registration non-traditional marks such as hologram.

The problem related to a hologram mark under Thai law is hologram mark is not a mark
under the meaning of mark in Section 4 of Trademark Act B.E. 2534 and it cannot be a
trademark which is protected by law. If hologram marks can perform the same functions
as trademarks, why can they not receive the same protection as trademarks?

In order to solve this problem, the Trademark Act should be amended by adding the word
"any sign" into the meaning of "mark" in Section 4. If in the meaning of "mark" has the
word "any sign", the hologram mark can be considered as trademark. As consider
hologram as a mark, it is not enough to prove that hologram mark should be protected as
trademark under Trademark law. Hologram marks have to perform the qualification of
trademark under Section 6 of Trademark Act B.E. 2534, then that marks should be
registered as trademark.

The hologram marks must have distinctive character. Distinctiveness means being
adaptable to distinguish the goods or services of the proprietor of the trademark from
those of the other persons. To register hologram mark, that mark must be used as
trademark. If the owner does not use hologram mark as trademark because he has other
trademark used with his product, hologram mark is not trademark because it does not
function to identify source of goods. In this case, the owner uses hologram mark to
distinguish his products from fake product, he does not use as trademark. Therefore, a
useful hologram mark should be distinctive enough to be used to uniquely identify itself
and its goods or services to consumers. If the owner uses hologram mark as a source

10

British Protection Designation of Origin,
in http://www.weblice.it/design_ 2000/British_Protection_ designation_of_origin.html,
Access date September 25, 2006.
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identifier and means to distinguish goods or services :from others in the marketplace and
that mark has the qualification of trademark, it should be registered as trademark.

In the application of hologram mark, the applicant should describe the hologram mark as

much detail as possible by viewing the separate images, providing visual views of the
hologram mark in various :frames together with descriptions of angle and appearance in
order to make the public to understand a clear picture of the hologram mark that is
protected by the trademark registration.

After the registration, the owner of a registered trademark has the right to bring legal
proceedings to prevent or to recover damage for the infringement of his trademark but the
owner of unregistered trademark cannot bring the infringing case to the court. 11 In this
case, even though

e owner of unregistered trademark cannot sue the infringer about the

infringing case but under Trademark Act B.E. 2534 Section 46 paragraph 2, he has the
right to bring legal proceedings against any person for passing off goods as those of the
owner of the trademark.

,....

Therefore, if the registrar denies registering hologram mark as trademark, the owner of
that mark cannot bring legal proceedings about infringing case but he can bring legal
proceedings against any person for passing off goods as those of the owner of the
trademark under Trademark Act B.E. 2534 Section 46 paragraph 2.

11

Thai Trademark Act B.E. 2534, Section 46 paragraph 1.

Chapter 5
Conclusion and Recommendations
5.1 Conclusion

Nowadays, the growth of trade has been expanded so it has high competition among the
producers who offer the goods or services. Not only domestic but also international trade
has high competition. Therefore, it is very necessary for the producer to have the symbol
or something unique, which can help consumers to differentiate that the goods or services
bearing one symbol are different from the others. It has been called a "trademark". The
result of using trademark is profitability occurs in the world of business. Many producers
try to file an application to register the non-traditional trademark, which can differentiate
their goods from other. Thus, many countries such as United States and United Kingdom
have expanded the definition of "trademark" in order to cover non-traditional trademark

-

such as hologram.

It is difficult for counterfeiters to copy hologram marks because hologram marks can be
produced by using special and high technologies, they cannot be produced by standard
printing techniques or computer scanning equipment. The counterfeiters will not copy the
product, which has hologram mark, so it has been increasingly used hologram mark as
trademark.

1

Definition of "trademark" under the Trademark Act B.E. 2534 Section 4 is limited. Only
2

the mark under this section can be registered as trademark, although the other marks can
distinguish goods bearing those marks from other but it cannot be registered as trademark

1

"trademark" means a mark used or proposed to be used on or in connection
with goods to distinguish the goods with which the trademark of the owner of such
trademark is used from goods under another person's trademark .
2
"mark" means a photograph, drawing, device, brand, name word, letter,
manual, signature, combinations of colors, shape or configuration of an object or any
one or combination thereof.
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so such mark always being infringed by other. Therefore, if any mark can perform the
function of trademark, it should be protected by law as a trademark.

Hologram mark is the one kind of marks, which is not protected as trademark under Thai
Trademark law. According to UK Law, and US Law if any hologram mark can perform
the function of trademark and is not prohibited by law, it can be registered as trademark.
Thus, if any hologram mark has the essential function of trademark and is not prohibited
by law, it should be registered as trademark under Thai law.

5.2 Recommendations

\\JERS/

5.2.l The definition of ''trademark" under Trademark law in some countries is
very wide. It does not limit only in some marks, which can be a trademark. United
Kingdom Trademark law defines ''trademark" as "any sign capable of being
represented graphically, which is capable of distinguishing goods or services of
one undertaking from those of other undertakings." Because of the word "any
sign", any mark which can distinguish goods or services of one undertaking from
those of other undertakings can be registered as trademark. Similarly to the
United States Trademark law, the Lanham Act defines ''trademark" includes any
word, name, symbol, device, or any combination thereof. This definition does not
limit only word, name, symbol or device because they use the word "include" so
any mark, which can perform the function of trademark can be registered as
trademark.

Under the Trademark Act B.E. 2534, the trademark is a mark and Section 4 of
this Act defines the "mark" means "a photograph, drawing, device, brand, name,
word, letter, manual, signature, combinations of colors, shape or configuration of
an object or any one or combination thereof'. This definition is limited, only the
mark under the meaning of mark can be a trademark. The other mark such as
hologram mark cannot be registered as a trademark. Therefore, in order to accept
hologram mark as a trademark, the definition of "mark" in Section 4 should be

44
amended by add the word "any sign" into the definition of "mark". Then
hologram mark can be a trademark.

5.2.2 When hologram mark is a mark under the definition of "mark", the
hologram mark must have the qualification of trademark. The hologram mark
must have distinctive character, not be prohibited under the Trademark Act and
not be the same as a trademark registered by another person. Hologram is the
single mark, which can be perceived the different images from the different
angles. In the application, the applicant should provide every visual views of
hologram, which can be perceived from the different angles. Each of the various
views of the hologram mark should be depicted in as much detail as possible.

5.2.3 In applying the hologram mark to be registered, the applicant has to explain
the outstanding characteristics of the hologram mark and its remarkable duty to
differentiate or distinct the source or origin of the product or goods, which the
hologram mark is placed on. Even the ordinary picture or mark can be registered,
the hologram mark, which can be perceived in various images can be registered as
trademark, too.
ABO
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